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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Transport for London

Granted to Date
of previous ex-
tension

08/18/2021

Address 5 ENDEAVOUR SQUARE, STRATFORD
LONDON, E201JN
UNITED KINGDOM

Attorney informa-
tion

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY, UT 84111
UNITED STATES
Primary Email: tm-slc@stoel.com
Secondary Email(s): kevin.crosman@stoel.com
8013283131

Docket Number 46461-43

Applicant Information

Application No. 88681822 Publication date 04/20/2021

Opposition Filing
Date

08/18/2021 Opposition Peri-
od Ends

08/18/2021

Applicant Mind The Gap, Inc.
4014 1ST AVE - UNIT 30
BROOKLYN, NY 11232
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 2013/01/01 First Use In Commerce: 2013/01/01
All goods and services in the class are opposed, namely: Employment staffing consultation services,
namely, providing stage hand labor for the setup, running and removal of scenic material or sets for
the live events, retail displays, trade shows, theater,film and television

Class 040. First Use: 2013/01/01 First Use In Commerce: 2013/01/01
All goods and services in the class are opposed, namely: Custom fabrication and production of scen-
ic materials or sets for live events, retail displays, trade shows, theater, film and television

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

https://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2643092 Application Date 03/21/1997

Registration Date 10/29/2002 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1996/01/00 First Use In Commerce: 1996/01/00
printed publications, namely, books [, pamphlets, leaflets relating to public trans-
portation or to the town of London, England; posters; maps; photographic prints;
printed charts; pens and pencils] *and posters *
Class 025. First use: First Use: 1999/05/00 First Use In Commerce: 1999/05/00
[ clothing, namely, shirts, pants, jeans, shorts, underwear, hats, mittens, gloves,
boots, belts, socks, jackets, blazers, wind resistant jackets, sweaters, GYM
wear, sneakers, shoes, dresses, slacks, tops, pajamas, coats and rainwear un-
derwear ]

U.S. Registration
No.

2856130 Application Date 05/22/1998

Registration Date 06/22/2004 Foreign Priority
Date

NONE

Word Mark UNDERGROUND



Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 2002/06/00 First Use In Commerce: 2002/06/00
Backpacks and bags, namely, purses, handbags, travel bags, record bags and
carry on bags
Class 025. First use: First Use: 2003/12/00 First Use In Commerce: 2003/12/00
[ Clothing, namely, pants, jackets, wind resistant jackets,gym wear and slacks ]

U.S. Registration
No.

3503356 Application Date 08/07/2003

Registration Date 09/23/2008 Foreign Priority
Date

NONE

Word Mark UNDERGROUND

Design Mark



Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Computer software and downloadable software for use in travel planning and
route planning, and computer software for use in generating type fonts [ ; down-
loadable electronic publications, namely, books, comics, magazines featuring in-
formation on art, poetry, travel, history, city guides, tourism, transport and car-
toons; mobile telephones; magnetically codedcredit cards; vending machines;
ticket canceling machines; multimedia software recorded on CD-ROM featuring
informationon travel, transport, history, city guides, art, poetry and tourism;
prerecorded video discs featuring information and entertainment in relation to
history, travel, transport, art, children's story books, poetry, cartoons, city guides
and tourism; prerecorded video tapes, audio tapes, discs, video cassettes and
DVD's featuring animated films, documentaries,story books; mouse pads; films,
namely,motion picture films featuring animatedcartoons ]
Class 016. First use: First Use: 0 First Use In Commerce: 0
Printed publications, namely, books, magazines, comics, leaflets and brochures
featuring information on history, city guides, tourism, travel, cartoons, arts, po-
etry; diaries, calendars, notebooks, address books, coasters made of paper,
beer coasters made of paper, stationery, pens, pencils, folders, ring binders,
writing paper, envelopes, postcards, stickers, photographs, posters, brochures,
leaflets, maps, greeting cards, printed tickets, paper labels, paper tags, printed
instructional and teaching materials featuring information on history, travel,
transport, tourism, art, and poetry
Class 028. First use: First Use: 0 First Use In Commerce: 0
Playing cards; board games; toys, namely, soft sculpture toys, cuddly toys in the
nature of plush toys, soft sculpture toys, stuffed toys, dolls, toy model train sets
and train set accessories, in the nature of toy model stations, buildings, bridges,
and scenery; balls for sports; flying discs, jigsaw puzzles, balloons
Class 030. First use: First Use: 0 First Use In Commerce: 0
Coffee, tea; cocoa, sugar, rice, flour,bread, pastries; confectionery,
namely,chocolates, toffees and candies; ices, namely, fruit ice, ice lollies, fla-
voured ice; honey, treacle, mustard, sauces, spices
Class 041. First use: First Use: 0 First Use In Commerce: 0
[ Entertainment in the nature of on-going television programs in the field of anim-
ated cartoons and documentaries ]

U.S. Registration
No.

3539176 Application Date 05/26/2005

Registration Date 12/02/2008 Foreign Priority
Date

NONE

Word Mark WATERLOO



Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1985/12/01 First Use In Commerce: 1985/12/01
T-shirts and hats
Class 035. First use: First Use: 1985/12/01 First Use In Commerce: 1985/12/01
Retail stores featuring compact discs, phonograph records and videos

U.S. Registration
No.

4577910 Application Date 08/21/2009

Registration Date 08/05/2014 Foreign Priority
Date

NONE

Word Mark UNDERGROUND

Design Mark



Description of
Mark

The mark consists of the word "UNDERGROUND" written in white plain block
letters over a blue ribbon; around this blue ribbon is a red circle.

Goods/Services Class 018. First use: First Use: 0 First Use In Commerce: 0
[Bags, namely, satchels, backpacks, school bags, book bags, all purposes sport
and athletic bags, cricket bags not specially designed, canvas bags, beach
bags,handbags, clutch bags, purses, wallets,duffel bags, general purpose bags,
gym bags, garment bags for travel, leather shopping bags, mesh shopping bags,
travelbags, overnight bags, shoulder bags, textile shopping bags, general pur-
pose sport trolley bags, tote bags, bum bags, make up bags sold empty, credit
card holders; umbrellas and parasols]
Class 025. First use: First Use: 0 First Use In Commerce: 0
[ Dresses, aprons, bathing suits, bathing trunks, beach cover-ups, belts, berets,
bodices, brassieres, camisoles, caps,fishing vests, fittings of metal for shoes
and boots, gloves, hats, headbands,]jackets,[ jeans, jerseys,] jumpers, [ knit-
wear, namely, knitted jumpers, knitted cardigans, knitted dresses, knitted leg
warmers, knitted hats, knitted caps, knitted scarves, knitted gloves; leggings,
mittens, pyjamas, pants,] pullovers,[ scarves,] shirts,[ slacks, skirts,] socks,
[sweaters, swimsuits,] tee-shirts[, trousers, vests]
Class 035. First use: First Use: 0 First Use In Commerce: 0
Retail store services and on-line retail store services featuring leather and imita-
tions of leather goods, and clothing

U.S. Registration
No.

5018315 Application Date 03/18/2014

Registration Date 08/09/2016 Foreign Priority
Date

NONE

Word Mark UNDERGROUND

Design Mark

Description of
Mark

The mark consists of the stylized whitewording "UNDERGROUND" on a blue
rectangular banner which overlaps across the center of the outline of a red
circle. Thecolor white in the center of the red circle represents background.

Goods/Services Class 028. First use: First Use: 2010/09/30 First Use In Commerce: 2010/09/30
Skateboards; Skateboard decks; Skateboard wheels



U.S. Registration
No.

5541193 Application Date 02/11/2014

Registration Date 08/14/2018 Foreign Priority
Date

NONE

Word Mark UNDERGROUND

Design Mark

Description of
Mark

The mark consists of the stylized whitewording "UNDERGROUND" on a blue
rectangular banner which overlaps across the center of the outline of a red
circle.

Goods/Services Class 043. First use: First Use: 1988/12/31 First Use In Commerce: 1988/12/31
Cafe, bar, and restaurant services

U.S. Registration
No.

5577890 Application Date 07/25/2014

Registration Date 10/09/2018 Foreign Priority
Date

NONE

Word Mark UNDERGROUND



Design Mark

Description of
Mark

The mark consists of the stylized wording "UNDERGROUND" on a rectangular
bannerwhich overlaps across the center of theoutline of a circle.

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Electronic publications, namely, maps, books, comics and magazines featuring
information on art, poetry, travel, history, city guides, tourism, transport and car-
toons recorded on computer media; downloadable electronic publications in the
nature of books, maps, magazines and comics in the fields of art, poetry, travel,
history, city guides, tourism, transport and cartoons; computer software and
computer programs for use in electronic storage of data; computer software ap-
plications for phones or home use relating to travel services, travel information
services, mapping and information servicesrelating to location for management
of geographic information, creating, accessing and storing travel itineraries, nav-
igation, route and trip planning, and electronic mapping, and tracking and monit-
oring Global Position Systems (GPS); spectacles and sunglasses; cases for
spectacles and sunglasses; protective cases andcovers for mobile phones,
PDAs, tablet computers, MP3 players, laptops, smartphones, and handheld
computers; magnetically encoded electronic credit and charge cards; encoded
electronic chip cards forpayment of fares; magnetically encoded loyalty cards,
incentive cards, reward cards, gift cards, and club cards for loyalty or promotion
schemes; decorative magnets

U.S. Registration
No.

5614218 Application Date 03/10/2014

Registration Date 11/27/2018 Foreign Priority
Date

NONE

Word Mark UNDERGROUND



Design Mark

Description of
Mark

The mark consists of the stylized whitewording "UNDERGROUND" on a blue
rectangular banner which overlaps across the center of the outline of a red
circle. Thewhite area in the center of the circle represents background only.

Goods/Services Class 003. First use: First Use: 0 First Use In Commerce: 0
Personal care products, namely, shower gel, bubble bath, fragrant body splash,
bath oils, bath beads, hand soaps, body soaps; body powder, face powder,
talcum powder, shaving cream, deodorant for personal use; non medicated skin
lotions and creams; skin care products, namely, facial cleansers, skin toners,
moisturizers and wipes impregnated with skin cleanser; facial astringents for
cosmetic purposes and face cleanser; eye cream, hand cream, body cream,
face cream; hand lotion, body lotion, face lotion; hair shampoo, hair conditioner,
hair styling gel, hair spray, hair dyes, hair rinses; perfume, cologne, eau de toi-
lette, after shave; cosmetics, mascara, blush, eye shadow, lipstick, lip gloss,
make-up, foundation, concealers; non-medicated blemish stick; make-up re-
mover; nail polish, nailpolish remover, hard artificial nails; potpourri, incense, es-
sential oils, sachets, scented bath beads, body and face sun-tanning lotion,
body and face pre-sun-tanning lotion and body and face after sun-tanning lotion

U.S. Registration
No.

6098573 Application Date 07/09/2018

Registration Date 07/14/2020 Foreign Priority
Date

NONE

Word Mark NONE



Design Mark

Description of
Mark

The mark consists of a blue rectangularbanner which overlaps across the
centerof the outline of a red circle. The white area in the center of the circle rep-
resents background only.

Goods/Services Class 025. First use: First Use: 0 First Use In Commerce: 0
Articles of clothing, namely, T-shirts,shorts, shirts, pants, dresses,
skirts,sweaters, pullovers, jackets, underwear, coats, and knitwear, namely, knit-
ted caps, knit cardigans, knit turtlenecks, knit sweaters, polo knit shirts, knit
trousers, knit bottoms, knit tops, knit skirts, knit dresses, knit vests, knit leggings,
knit tights, knit jackets and knitjumpsuits; sportswear, namely, jerseys,caps be-
ing headwear, athletic pants, athletic shorts, athletic jackets, athletic shoes, and
athletic shirts; wrist sweat bands as clothing; leisurewear, namely, robes, track
suits, leisure suits, loungewear, sweatpants, sweatshirts, night gowns, and paja-
mas; swimwear; gloves andmittens; belts; aprons; headwear; neckwear;
bandanas and scarves; footwear; shoes; trainers, namely, training shoes; in-
soles for shoes and trainers; shoe inserts for primarily non-orthopedic purposes;
cleats for attachment to sports shoes;socks

U.S. Registration
No.

6098576 Application Date 07/12/2018

Registration Date 07/14/2020 Foreign Priority
Date

07/11/2018

Word Mark NONE



Design Mark

Description of
Mark

The mark consists of a rectangular banner which overlaps across the center of
the outline of a circle. The white area in the center of the circle represents back-
ground only.

Goods/Services Class 025. First use: First Use: 0 First Use In Commerce: 0
Articles of clothing, namely, T-shirts,shorts, shirts, pants, dresses,
skirts,sweaters, pullovers, jackets, underwear, coats, and knitwear, namely, knit-
ted caps, knit cardigans, knit turtlenecks, knit sweaters, polo knit shirts, knit
trousers, knit bottoms, knit tops, knit skirts, knit dresses, knit vests, knit leggings,
knit tights, knit jackets and knitjumpsuits; sportswear, namely, jerseys,caps be-
ing headwear, athletic pants, athletic shorts, athletic jackets, athletic shoes, and
athletic shirts; wrist sweat bands as clothing; leisurewear, namely, robes, track
suits, leisure suits, loungewear, sweatpants, sweatshirts, night gowns, and paja-
mas; swimwear; gloves andmittens; belts; aprons; headwear; neckwear;
bandanas and scarves; footwear; shoes; trainers, namely, training shoes; in-
soles for shoes and trainers; shoe inserts for primarily non-orthopedic purposes;
cleats for attachment to sports shoes;socks

U.S. Registration
No.

6156069 Application Date 07/09/2018

Registration Date 09/22/2020 Foreign Priority
Date

07/09/2018

Word Mark ELIZABETH LINE



Design Mark

Description of
Mark

The mark consists of the stylized whitewording "ELIZABETH LINE" on a blue
rectangular banner which overlaps across thecenter of the outline of a purple
circle. The white area in the center of the circle represents background only.

Goods/Services Class 025. First use: First Use: 0 First Use In Commerce: 0
Articles of clothing, namely, t-shirts,shorts, shirts, pants, dresses,
skirts,sweaters, pullovers, jackets, underwear, coats, and knitwear, namely, knit-
ted caps, knit cardigans, knit turtlenecks, knit sweaters, polo knit shirts, knit
trousers, knit bottoms, knit tops, knit skirts, knit dresses, knit vests, knit leggings,
knit tights, knit jackets and knitjumpsuits; Sportswear, namely, jerseys,caps be-
ing headwear, athletic pants, athletic shorts, athletic jackets, athletic shoes, and
athletic shirts; Wrist sweat bands as clothing; Leisurewear, namely, robes, track
suits, leisure suits, loungewear, sweatpants, sweatshirts, night gowns, and paja-
mas; Swimwear; Gloves andmittens; Belts; Aprons; Headwear; Neckwear;
Bandanas and scarves; Footwear; Shoes; Trainers, namely, training shoes; In-
soles for shoes and trainers; Shoe inserts for primarily non-orthopedic purposes;
Cleats for attachment to sports shoes;Socks
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In the Matter of Application Serial No. 88/681,822 

For the Mark: MIND THE GAP (and Design) 

Filed: November 6, 2019 

Published in the Official Gazette on: April 20, 2021  

       

      ) 

Transport for London     ) 

      ) 

      )  Opposition No.  

  Opposer,   )  

      )  

          v.     ) 

      ) 

Mind The Gap, Inc.     ) 

      ) 

      ) 

  Applicant.   ) 

                 ) 

 

  

NOTICE OF OPPOSITION 

 

 Opposer, Transport for London, is a public utility established by statute, organized under 

the laws of United Kingdom with a business address located at 5 Endeavour Square, Stratford, 

London, United Kingdom E201JN (“Opposer”).  Opposer believes that it will be damaged by the 

issuance of a registration for the trademark MIND THE GAP (and Design) (“Applicant’s Mark”) 

as applied for by Mind The Gap, Inc. (“Applicant”) in Application Serial No. 88/681,822 (the 

“Application”).  Accordingly, Opposer hereby opposes registration of Applicant’s Mark and 

requests that the registration of the Application be refused.   

 As grounds in support of its opposition, Opposer asserts as follows: 
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1. Opposer is the entity that is responsible for and operates most of the transport 

network in London, England, including the London Underground, London’s famous 

underground railway transit system. 

2. Opposer owns the famous design mark for the Roundel Design , and 

variations thereof (the “Roundel Marks”). Opposer has used the Roundel Marks both in the 

United States and internationally for many years in connection with a wide variety of goods and 

services. 

3. Opposer is the owner of numerous U.S. and foreign registrations and applications 

for the Roundel Marks, including without limitation U.S. Registration Nos. 2,643,092, 2,856,130 

3,503,356, 3,539,176, 4,577,910, 5,018,315, 5,541,193, 5,577,890, 5,614,218, 6,098,573, 

6,098,576, and 6,156,069 (collectively, “Opposer’s Registrations”) for use of Opposer’s Roundel 

Marks in connection with the good and services referenced therein (collectively, “Opposer’s 

Goods and Services”).  Opposer’s Registrations are valid, subsisting, unrevoked, and uncanceled.  

A true and correct copy of a printout of each of Opposer’s Registrations from the U.S. Patent and 

Trademark Office’s (“USPTO”) Trademark Status & Document Retrieval (“TSDR”) system is 

attached hereto as Exhibit A.  Additionally, Registrations 2,643,092, 2,856,130, 3,503,356, 

3,539,176, and 4,577,910 have become incontestable under Section 15 of the Lanham Act, 15 

U.S.C. § 1065. 

4. Opposer, since at least as early as January 1996, and long prior to the November 

6, 2019 filing date and the alleged January 1, 2013 date of first use for Applicant’s Application, 

has used the Roundel Marks in connection with its marketing and promotion of certain of 

Opposer’s Goods and Services.   
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5. Opposer’s Roundel Mark is an invented design mark that is highly distinctive.   

6. Opposer has expended considerable effort and expense in promoting Opposer’s 

Roundel Marks and Opposer’s Goods and Services offered in connection with Opposer’s 

Roundel Marks, both in the United States and internationally. 

7. Opposer invented the phrase “MIND THE GAP” and has continuously used the 

phrase MIND THE GAP as a trademark internationally for over 50 years in connection with a 

wide variety of goods and services (the “MIND THE GAP Mark”). 

8.  The MIND THE GAP Mark is widely considered synonymous with Opposer in 

the minds of United States consumers and tourists. 

9. As the MIND THE GAP Mark was first introduced by and remains widely 

associated with Opposer, consumers identify Opposer as the source of the phrase MIND THE 

GAP in connection with a wide variety of goods and services. 

10. Opposer owns an application for MIND THE GAP (and Design), U.S. Serial No. 

88/030,460 which incorporates the phrase “MIND THE GAP” with the Roundel Mark and is 

applied for in connection with “Articles of clothing, namely, t-shirts, shorts, shirts, pants, 

dresses, skirts, sweaters, pullovers, jackets, underwear, coats, and knitwear; Sportswear, namely, 

jerseys, caps being headwear, athletic pants, athletic shorts, athletic jackets, athletic shoes, and 

athletic shirts; Wrist sweat bands as clothing; Leisurewear, namely, robes, track suits, leisure 

suits, loungewear, sweatpants, sweatshirts, night gowns, and pajamas; Swimwear; Gloves and 

mittens; Belts; Aprons; Headwear; Neckwear; Bandanas and scarves; Footwear; Shoes; Trainers, 

namely, training shoes; Insoles for shoes and trainers; Shoe inserts for primarily non-orthopedic 

purposes; Cleats for attachment to sports shoes; Socks” in Class 25. A true and correct copy of a 
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printout of the foregoing application from the USPTO TSDR system is attached hereto as Exhibit 

B.  

11. As a result of Opposer’s extensive marketing and promotion, coupled with the 

commercial success of its products and services, which are widely offered throughout the United 

States and internationally, Opposer’s Roundel and MIND THE GAP Marks (collectively, 

“Opposer’s Marks”) have become well known and famous.   

12. On November 6, 2019, Applicant filed the Application requesting registration of 

Applicant’s Mark for use in connection with “employment staffing consultation services, 

namely, providing stage hand labor for the setup, running and removal of scenic material or sets 

for the live events, retail displays, trade shows, theater, film and television” in Class 35 and 

“Custom fabrication and production of scenic materials or sets for live events, retail displays, 

trade shows, theater, film and television” in Class 40 (collectively “Applicant’s Services”).  The 

Application was assigned Ser. No. 88/681,822.  A true and correct copy of a printout from the 

USPTO’s TSDR system for Applicant’s Application is attached hereto as Exhibit C. 

13. Opposer garnered significant goodwill and fame in Opposer’s Marks before 

Applicant’s filing date and well before any date of first use or other basis upon which Applicant 

can rely. 

14. Opposer is not affiliated or connected with Applicant or Applicant’s Services; nor 

has Opposer endorsed or sponsored Applicant or Applicant’s Services, or consented to 

Applicant’s registration or use of Applicant’s Mark.   

15. Applicant’s Mark is confusingly similar to Opposer’s Marks and, when applied to 

Applicant’s Services, are likely to cause confusion, mistake, or deception within the meaning of 

Section 2(d) of the Trademark Act.  Opposer has no control over the nature and quality of 
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Applicant’s Services offered by Applicant under Applicant’s Mark, and Opposer’s reputation 

and goodwill will be damaged and the value of Opposer’s Marks jeopardized by Applicant’s 

registration and use of Applicant’s Mark. 

16. On information and belief, Applicant’s adoption and use of Applicant’s Mark is 

with the knowledge of, and the intent to derive benefit from, the value and reputation of 

Opposer’s Marks.  

17. On information and belief, Applicant’s Mark is likely to cause confusion, or to 

cause mistake, or to deceive as to the affiliation, connection, or association of Applicant with 

Opposer and as to the origin, sponsorship, or approval of Applicant’s services by Opposer. 

Applicant’s use of Applicant’s Mark will result in a misrepresentation of the nature, 

characteristics, or qualities of Applicant’s business and related services in violation of Section 

43(a) of the Lanham Act, 15 U.S.C. § 1125(a)(1), all to Opposer’s irreparable harm. 

18. Opposer’s Marks are famous and distinctive and such fame and distinction was 

achieved long before any filing date or date of first use upon which Applicant could rely. 

Applicant’s use of a very similar mark is likely to cause, and will cause, dilution of the 

distinctive quality of Opposer’s Marks by blurring and tarnishment within the meaning of 

Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

19. On May 7, 2021, the Board granted Opposer’s extension of time to oppose 

Applicant’s Mark, which extended the opposition deadline until August 18, 2021. 
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WHEREFORE, Opposer prays that the opposition be sustained, that registration to Applicant be 

refused, and for such other and further relief as may be deemed to be just and proper.     

Dated:  August 18, 2021   STOEL RIVES LLP 

 

 

By:      /s/ Joshua G. Gigger/  

Joshua G. Gigger 

Utah Bar No. 12100 

tm-slc@stoel.com 

Catherine Parrish Lake 

Utah Bar No. 11454 

tm-slc@stoel.com 

Kevin S. Crosman 

Oregon Bar No. 173282 

kevin.crosman@stoel.com  

Attorneys for Opposer 

   STOEL RIVES LLP 

  One Utah Center 

  201 South Main Street, Suite 1100 

   Salt Lake City, Utah 84111 

   (801) 328-3131 
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EXHIBIT A 

 



 

Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

24.17.25 - Pound sign (#); Less than symbol < (mathematical); Hazardous materials symbol; Handicapped symbol; Greater than
symbol > (mathematical); Equal sign (=); Biohazard symbol; Degree sign (°)
26.01.02 - Circles, plain single line; Plain single line circles
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: printed publications, namely, books [, pamphlets, leaflets relating to public transportation or to the town of London, England; posters;
maps; photographic prints; printed charts; pens and pencils] * and posters *

International
Class(es):

016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 1996 Use in Commerce: Jan. 1996

For: [ clothing, namely, shirts, pants, jeans, shorts, underwear, hats, mittens, gloves, boots, belts, socks, jackets, blazers, wind resistant
jackets, sweaters, GYM wear, sneakers, shoes, dresses, slacks, tops, pajamas, coats and rainwear underwear ]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: May 1999 Use in Commerce: May 1999

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2021-08-17 19:14:42 EDT

Mark:

US Serial Number: 75261602 Application Filing
Date:

Mar. 21, 1997

US Registration
Number:

2643092 Registration Date: Oct. 29, 2002

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: May 04, 2013

Publication Date: Jan. 26, 1999 Notice of
Allowance Date:

Apr. 20, 1999



Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: TRANSPORT FOR LONDON

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: PUBLIC AUTHORITY State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/2

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Michael E. Mangelson Phone: 801-328-3131

Fax: 801-578-6999

Domestic
Representative e-

mail:

TM-SLC@stoel.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

May 04, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED

May 04, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 70131

May 04, 2013 REGISTERED - SEC. 9 GRANTED/CHECK RECORD FOR SEC. 8 70131

May 04, 2013 REGISTERED - PARTIAL SEC. 8 (10-YR) ACCEPTED 70131

Apr. 29, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 70131

Apr. 29, 2013 TEAS SECTION 8 & 9 RECEIVED

Apr. 05, 2011 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 05, 2011 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED



Jun. 22, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 22, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jan. 30, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70131

Jan. 30, 2009 ASSIGNED TO PARALEGAL 70131

Oct. 22, 2008 TEAS SECTION 8 & 15 RECEIVED

Feb. 13, 2008 CASE FILE IN TICRS

Mar. 24, 2003 CORRECTION UNDER SECTION 7 Â– PROCESSED

Jan. 21, 2003 SEC 7 REQUEST FILED

Jan. 21, 2003 PAPER RECEIVED

Oct. 29, 2002 REGISTERED-PRINCIPAL REGISTER

Jun. 27, 2002 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 31, 2002 STATEMENT OF USE PROCESSING COMPLETE

Apr. 19, 2002 USE AMENDMENT FILED

Apr. 16, 2002 EXTENSION 5 GRANTED

Oct. 18, 2001 EXTENSION 5 FILED

Apr. 16, 2002 REINSTATED

Mar. 23, 2002 ABANDONMENT - NO USE STATEMENT FILED

Apr. 23, 2001 EXTENSION 4 GRANTED

Mar. 28, 2001 EXTENSION 4 FILED

Jan. 05, 2001 EXTENSION 3 GRANTED

Oct. 16, 2000 EXTENSION 3 FILED

Jun. 09, 2000 EXTENSION 2 GRANTED

Apr. 17, 2000 EXTENSION 2 FILED

Oct. 20, 1999 EXTENSION 1 GRANTED

Oct. 20, 1999 EXTENSION 1 FILED

Apr. 20, 1999 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jan. 26, 1999 PUBLISHED FOR OPPOSITION

Dec. 26, 1998 NOTICE OF PUBLICATION

Jul. 09, 1998 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 30, 1998 EXAMINER'S AMENDMENT MAILED

Apr. 10, 1998 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 10, 1997 NON-FINAL ACTION MAILED

Sep. 29, 1997 ASSIGNED TO EXAMINER 60219

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 108 Date in Location: May 04, 2013

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: TRANSPORT FOR LONDON

 
Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 2311/0647 Pages: 10

Date Recorded: Jun. 04, 2001

Supporting
Documents:

assignment-tm-2311-0647.pdf 

Assignor

Name: LONDON REGIONAL TRANSPORT Execution Date: May 30, 2001

Legal Entity Type: UK PUBLIC UTILITY State or Country
Where Organized:

No Place Where Organized Found

Assignee



Name: TRANSPORT FOR LONDON 

Legal Entity Type: UK PUBLIC AUTHORITY State or Country
Where Organized:

No Place Where Organized Found

Address: WINDSOR HOUSE
50 VICTORIA STREET
LONDON, UNITED KINGDOM SW1H ONW

Correspondent

Correspondent
Name:

FISH & NEAVE

Correspondent
Address:

VINCENT N. PALLADINO
1251 AVENUE OF THE AMERICAS
NEW YORK, NY 10020

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

1

 
Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016



 

Mark Information

Mark Literal
Elements:

UNDERGROUND

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

26.01.21 - Circles that are totally or partially shaded.
26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Parent Of: 75982730

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Backpacks and bags, namely, purses, handbags, travel bags, record bags and carry on bags

International
Class(es):

018 - Primary Class U.S Class(es): 001, 002, 003, 022, 041

Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 2002 Use in Commerce: Jun. 2002

For: [ Clothing, namely, pants, jackets, wind resistant jackets,gym wear and slacks ]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Dec. 2003 Use in Commerce: Dec. 2003

Generated on: This page was generated by TSDR on 2021-08-17 19:16:42 EDT

Mark: UNDERGROUND

US Serial Number: 75489696 Application Filing
Date:

May 22, 1998

US Registration
Number:

2856130 Registration Date: Jun. 22, 2004

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Dec. 22, 2014

Publication Date: Sep. 07, 1999 Notice of
Allowance Date:

Mar. 27, 2001



Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: TRANSPORT FOR LONDON

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: CORPORATION State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/3

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 22, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Dec. 22, 2014 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 77315

Dec. 22, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 77315

Dec. 19, 2014 TEAS SECTION 8 & 9 RECEIVED

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 05, 2011 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 05, 2011 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 28, 2010 REGISTERED - PARTIAL SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 77315

Jun. 22, 2010 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 77315

Jun. 22, 2010 TEAS SECTION 8 & 15 RECEIVED

Jun. 22, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 22, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jun. 22, 2004 REGISTERED-PRINCIPAL REGISTER



Apr. 13, 2004 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Apr. 10, 2004 STATEMENT OF USE PROCESSING COMPLETE

Mar. 22, 2004 USE AMENDMENT FILED

Apr. 06, 2004 CASE FILE IN TICRS

Mar. 25, 2004 PAPER RECEIVED

Sep. 24, 2003 EXTENSION 5 GRANTED

Sep. 24, 2003 EXTENSION 5 FILED

Sep. 29, 2003 PAPER RECEIVED

May 13, 2003 EXTENSION 4 GRANTED

Mar. 26, 2003 EXTENSION 4 FILED

Mar. 28, 2003 PAPER RECEIVED

Jul. 26, 2002 EXTENSION 3 GRANTED

Jun. 13, 2002 EXTENSION 3 FILED

Jul. 26, 2002 DIVISIONAL PROCESSING COMPLETE

Jun. 13, 2002 DIVISIONAL REQUEST RECEIVED

Mar. 28, 2002 EXTENSION 2 GRANTED

Mar. 06, 2002 EXTENSION 2 FILED

Mar. 06, 2002 PAPER RECEIVED

Oct. 04, 2001 EXTENSION 1 GRANTED

Sep. 24, 2001 EXTENSION 1 FILED

Mar. 27, 2001 NOA MAILED - SOU REQUIRED FROM APPLICANT

Feb. 13, 2001 OPPOSITION TERMINATED NO. 999999 116404

Feb. 13, 2001 OPPOSITION DISMISSED NO. 999999 116404

Dec. 17, 1999 OPPOSITION INSTITUTED NO. 999999 116404

Oct. 12, 1999 EXTENSION OF TIME TO OPPOSE RECEIVED

Sep. 07, 1999 PUBLISHED FOR OPPOSITION

Aug. 06, 1999 NOTICE OF PUBLICATION

May 18, 1999 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 22, 1999 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 10, 1999 NON-FINAL ACTION MAILED

Jan. 05, 1999 ASSIGNED TO EXAMINER 60219

Dec. 21, 1998 ASSIGNED TO EXAMINER 76079

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Dec. 22, 2014

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: TRANSPORT FOR LONDON

 
Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 2311/0647 Pages: 10

Date Recorded: Jun. 04, 2001

Supporting
Documents:

assignment-tm-2311-0647.pdf 

Assignor

Name: LONDON REGIONAL TRANSPORT Execution Date: May 30, 2001

Legal Entity Type: UK PUBLIC UTILITY State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: TRANSPORT FOR LONDON 



Legal Entity Type: UK PUBLIC AUTHORITY State or Country
Where Organized:

No Place Where Organized Found

Address: WINDSOR HOUSE
50 VICTORIA STREET
LONDON, UNITED KINGDOM SW1H ONW

Correspondent

Correspondent
Name:

FISH & NEAVE

Correspondent
Address:

VINCENT N. PALLADINO
1251 AVENUE OF THE AMERICAS
NEW YORK, NY 10020

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

5

 
Type of Proceeding: Opposition

Proceeding
Number:

91239736 Filing Date: Feb 27, 2018

Status: Terminated Status Date: Jun 11, 2018

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: London Calling Hair Salon

Correspondent
Address:

LONDON CALLING HAIR SALON
3603 MONTROSE
HOUSTON TX UNITED STATES , 77006

Correspondent e-
mail:

Christinedrown@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND HAIR SALON & SPA Abandoned - After Inter-Partes Decision 87472212

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERIN PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

UNDERGROUND Registered 86224983 5018315

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

UNDERGROUND Registered 87334812 5527453

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 27, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2018 Apr 08, 2018



3 PENDING, INSTITUTED Feb 27, 2018

4 NOTICE OF DEFAULT Apr 18, 2018

5 BD DECISION: SUSTAINED Jun 11, 2018

6 TERMINATED Jun 11, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016

Type of Proceeding: Cancellation

Proceeding
Number:

92057466 Filing Date: Jul 02, 2013

Status: Terminated Status Date: Jan 08, 2015

Interlocutory
Attorney:

WENDY COHEN

Defendant



Name: Dynasty Footwear, Ltd.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 W OLYMPIC BOULEVARD
LOS ANGELES CA UNITED STATES , 900064

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND REGISTERED AND RENEWED 75123951 3362764

Plaintiff(s)

Name: Transport For London

Correspondent
Address:

BURTON S EHRLICH
LADAS & PARRY LLP
224 S MICHIGAN , SUITE 1600
CHICAGO IL UNITED STATES , 60604

Correspondent e-
mail:

CHIUSTM@LADAS.NET , burte@ladas.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Cancelled - Section 8 76496459 3267000

UNDERGROUND Cancelled - Section 8 76496460 3267001

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Cancelled - Section 8 76562851 3407653

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 03, 2013 Aug 12, 2013

3 PENDING, INSTITUTED Jul 03, 2013

4 STIP FOR EXT Aug 12, 2013

5 EXTENSION OF TIME GRANTED Aug 12, 2013

6 STIP FOR EXT Sep 10, 2013

7 EXTENSION OF TIME GRANTED Sep 10, 2013

8 STIP FOR EXT Oct 11, 2013

9 EXTENSION OF TIME GRANTED Oct 11, 2013

10 STIP FOR EXT Nov 05, 2013

11 EXTENSION OF TIME GRANTED Nov 05, 2013

12 STIP FOR EXT Dec 10, 2013

13 EXTENSION OF TIME GRANTED Dec 10, 2013

14 ANSWER Jan 09, 2014

15 D MOT TO COMPEL DISCOVERY Mar 28, 2014

16 SUSP PEND DISP OF OUTSTNDNG MOT Apr 01, 2014

17 P MOT FOR EXT W/O CONSENT Apr 17, 2014

18 D MOTION Apr 18, 2014

19 PROCEEDINGS RESUMED May 12, 2014

20 D MOT FOR SUMMARY JUDGMENT Oct 10, 2014

21 P MOT FOR EXT W/O CONSENT Oct 15, 2014

22 DECLARATION OF JOHN KOO Oct 20, 2014

23 D EXHIBITS Oct 20, 2014

24 D EXHIBITS Oct 20, 2014

25 D EXHIBITS Oct 20, 2014

26 D EXHIBITS Oct 20, 2014



27 D EXHIBITS Oct 20, 2014

28 D OPP/RESP TO MOTION Oct 28, 2014

29 STIP FOR EXT Nov 13, 2014

30 D MOT FOR EXT W/O CONSENT Nov 19, 2014

31 SUSP PEND DISP OF OUTSTNDNG MOT Dec 12, 2014

32 BD DECISION: DISMISSED W/ PREJ Jan 08, 2015

33 TERMINATED Jan 08, 2015

Type of Proceeding: Opposition

Proceeding
Number:

91192681 Filing Date: Nov 16, 2009

Status: Terminated Status Date: Jan 16, 2013

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Batteries & Bands, Inc.

Correspondent
Address:

GREGORY M HESS
PARR BROWN GEE LOVELESS PC
185 SOUTH STATE STREET , SUITE 800
SALT LAKE CITY UT UNITED STATES , 84111-1549

Correspondent e-
mail:

ghess@parrbrown.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND Cancelled - Section 8 77693832 4342810

LONDON UNDERGROUND Cancelled - Section 8 77693848 4342811

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

MICHAEL E MANGELSON
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND Cancelled - Section 8 75982730 2646492

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Cancelled - Section 8 76562851 3407653

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 16, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 16, 2009 Dec 26, 2009

3 PENDING, INSTITUTED Nov 16, 2009

4 REQUEST TO REMAND BY EXAMINING ATTORNEY Dec 16, 2009

5 ANSWER Dec 23, 2009

6 SUSPENDED Dec 30, 2009

7 CHANGE OF CORRESPONDENCE ADDRESS May 04, 2011

8 P'S MOTION TO REOPEN DISCOVERY May 04, 2011

9 P'S MOTION TO REOPEN DISCOVERY Jun 03, 2011

10 APPEARANCE Jun 03, 2011

11 PROCEEDINGS RESUMED Jun 15, 2011

12 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 01, 2011

13 SUSPENDED Dec 07, 2011

14 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Jun 04, 2012



15 SUSPENDED Jun 14, 2012

16 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 04, 2012

17 PROCEEDINGS RESUMED Dec 07, 2012

18 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 12, 2012

19 SUSPENDED Dec 13, 2012

20 WITHDRAWAL OF OPPOSITION Jan 04, 2013

21 BD'S DECISION: DISMISSED W/O PREJUDICE Jan 16, 2013

22 TERMINATED Jan 16, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91116404 Filing Date: Dec 07, 1999

Status: Terminated Status Date: Feb 13, 2001

Interlocutory
Attorney:

DAVID M MERMELSTEIN

Defendant

Name: LONDON REGIONAL TRANSPORT

Correspondent
Address:

VINCENT N. PALLADINO
FISH & NEAVE
1251 AVENUE OF THE AMERICAS
NEW YORK NY UNITED STATES , 10020

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

Plaintiff(s)

Name: PICADILLY INTERNATIONAL LIMITED

Correspondent
Address:

J. GEORG SEKA
TOWNSEND AND TOWNSEND AND CREW
TWO EMBARCADERO CENTER EIGHTH FLOOR
SAN FRANCISCO CA UNITED STATES , 94111-3834

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 74427725 2068196

UNDERGROUND REGISTERED AND RENEWED 74427725 2068196

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 07, 1999

2 NOTICE SENT; TRIAL DATES RESET; ANSWER DUE Dec 17, 1999 Jan 26, 2000

3 PENDING, INSTITUTED Dec 17, 1999

4 CORRECTION LETTER MAILED Jan 07, 2000

5 ANSWER TO COUNTERCLAIM Feb 18, 2000

6 ANSWER & CC Jan 18, 2000

7 COUNTERCLAIM DATES ARE SET Jun 22, 2000

8 DEF'S MOTION TO SUSPEND May 23, 2000

9 DEF'S REQUEST CONSENT TO AMEND Aug 21, 2000

10 STIP DISMISSED COUNTERCLAIM W/PREJUDICE Aug 21, 2000

11 #8 IS GRANTED; #9 DENIED, 30 DAYS TO SUBMIT AN ALTERNATE AMENDMENT. Sep 16, 2000

12 STIPULATED OF DISMISSAL AND AMENDMENT OF APPLICATION. Oct 16, 2000

13 APPLICANT ALLOWED 30 DAYS TO SUBMIT ACCEPTABLE AMENDMENT. Nov 26, 2000

14 STIPULATED DISMISSAL AND AMENDMENT OF APPLICATION. Dec 27, 2000

15 OPPOSITION AND COUNTERCLAIM ARE DISMISSED WITH PREJUDICE. Feb 13, 2001

16 BD'S DECISION: DISMISSED W/ PREJUDICE Feb 13, 2001

17 TERMINATED Feb 13, 2001



 

Mark Information

Mark Literal
Elements:

UNDERGROUND

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

26.01.03 - Incomplete circles (more than semi-circles); Circles, incomplete (more than semi-circles)
26.01.20 - Circles within a circle
26.01.21 - Circles that are totally or partially shaded.
26.13.02 - Quadrilaterals (single line or multiple line); Plain single or multiple line quadrilaterals
26.13.21 - Quadrilaterals that are completely or partially shaded

Foreign Information

Foreign
Registration

Number:

003219268 Foreign
Registration Date:

Feb. 21, 2005

Foreign
Application/Registration

Country:

EUROPEAN (EU) OFFICE FOR
HARMONIZATION IN THE INTERNAL MARKET
(OHIM)

Foreign Expiration
Date:

Oct. 06, 2013

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer software and downloadable software for use in travel planning and route planning, and computer software for use in
generating type fonts [ ; downloadable electronic publications, namely, books, comics, magazines featuring information on art, poetry,
travel, history, city guides, tourism, transport and cartoons; mobile telephones; magnetically coded credit cards; vending machines;
ticket canceling machines; multimedia software recorded on CD-ROM featuring information on travel, transport, history, city guides, art,
poetry and tourism; prerecorded video discs featuring information and entertainment in relation to history, travel, transport, art,
children's story books, poetry, cartoons, city guides and tourism; prerecorded video tapes, audio tapes, discs, video cassettes and
DVD's featuring animated films, documentaries, story books; mouse pads; films, namely, motion picture films featuring animated
cartoons ]

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Generated on: This page was generated by TSDR on 2021-08-17 19:17:38 EDT

Mark: UNDERGROUND

US Serial Number: 76535108 Application Filing
Date:

Aug. 07, 2003

US Registration
Number:

3503356 Registration Date: Sep. 23, 2008

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Sep. 26, 2018

Publication Date: Jul. 08, 2008



Class Status: ACTIVE

Basis: 44(e)

For: Printed publications, namely, books, magazines, comics, leaflets and brochures featuring information on history, city guides, tourism,
travel, cartoons, arts, poetry; diaries, calendars, notebooks, address books, coasters made of paper, beer coasters made of paper,
stationery, pens, pencils, folders, ring binders, writing paper, envelopes, postcards, stickers, photographs, posters, brochures, leaflets,
maps, greeting cards, printed tickets, paper labels, paper tags, printed instructional and teaching materials featuring information on
history, travel, transport, tourism, art, and poetry

International
Class(es):

016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 44(e)

For: Playing cards; board games; toys, namely, soft sculpture toys, cuddly toys in the nature of plush toys, soft sculpture toys, stuffed toys,
dolls, toy model train sets and train set accessories, in the nature of toy model stations, buildings, bridges, and scenery; balls for
sports; flying discs, jigsaw puzzles, balloons

International
Class(es):

028 - Primary Class U.S Class(es): 022, 023, 038, 050

Class Status: ACTIVE

Basis: 44(e)

For: Coffee, tea; cocoa, sugar, rice, flour, bread, pastries; confectionery, namely, chocolates, toffees and candies; ices, namely, fruit ice, ice
lollies, flavoured ice; honey, treacle, mustard, sauces, spices

International
Class(es):

030 - Primary Class U.S Class(es): 046

Class Status: ACTIVE

Basis: 44(e)

For: [ Entertainment in the nature of on-going television programs in the field of animated cartoons and documentaries ]

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: SECTION 8 - CANCELLED

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: PUBLIC UTILITY ESTABLISHED BY STATUTE State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/8

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
STOEL RIVES LLP
201 South Main Street, Suite 1100



Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Michael E. Mangelson Phone: 801-328-3131

Fax: 801-578-6999

Domestic
Representative e-

mail:

TM-SLC@stoel.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Sep. 26, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED

Sep. 26, 2018 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 77074

Sep. 26, 2018 REGISTERED - SEC. 9 GRANTED/CHECK RECORD FOR SEC. 8 77074

Sep. 26, 2018 REGISTERED - PARTIAL SEC. 8 (10-YR) ACCEPTED 77074

Sep. 26, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 77074

Sep. 19, 2018 TEAS SECTION 8 & 9 RECEIVED

Sep. 23, 2017 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jan. 09, 2015 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jan. 09, 2015 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 75461

Jan. 09, 2015 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75461

Dec. 19, 2014 TEAS SECTION 8 & 15 RECEIVED

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 05, 2011 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 05, 2011 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jun. 22, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 22, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Sep. 23, 2008 REGISTERED-PRINCIPAL REGISTER

Jul. 08, 2008 PUBLISHED FOR OPPOSITION

Jun. 18, 2008 NOTICE OF PUBLICATION

May 30, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 78288

May 30, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

May 30, 2008 EXAMINER'S AMENDMENT ENTERED 88888

May 30, 2008 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

May 30, 2008 EXAMINERS AMENDMENT E-MAILED 6328

May 30, 2008 EXAMINERS AMENDMENT -WRITTEN 77765

May 27, 2008 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Apr. 11, 2008 WITHDRAWN FROM PUB - OG REVIEW QUERY 61844

Mar. 31, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 78288

Mar. 29, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 19, 2008 TEAS/EMAIL CORRESPONDENCE ENTERED 78288

Mar. 19, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 78288

Mar. 06, 2008 ASSIGNED TO LIE 78288

Feb. 05, 2008 TEAS RESPONSE TO OFFICE ACTION RECEIVED



Aug. 19, 2007 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 19, 2007 NON-FINAL ACTION E-MAILED 6325

Aug. 19, 2007 NON-FINAL ACTION WRITTEN 77765

Aug. 19, 2007 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Aug. 13, 2007 ATTORNEY REVIEW/DECISION ON AMENDMENT REQUIRED

Aug. 13, 2007 1(B) BASIS DELETED; NEW BASIS REQUESTED 66600

Apr. 10, 2007 NOTICE OF ALLOWANCE CANCELLED 66600

Jun. 19, 2007 PETITION TO DIRECTOR - CHANGE BASIS - GRANTED 66600

Jun. 05, 2007 ASSIGNED TO PETITION STAFF 66600

Apr. 10, 2007 PETITION TO DIRECTOR - CHANGE BASIS - RECEIVED 70458

Apr. 10, 2007 PAPER RECEIVED

Jan. 22, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Dec. 21, 2006 EXTENSION 4 GRANTED 64657

Nov. 02, 2006 EXTENSION 4 FILED 64657

Nov. 02, 2006 PAPER RECEIVED

May 23, 2006 EXTENSION 3 GRANTED 64657

May 02, 2006 EXTENSION 3 FILED 64657

May 02, 2006 PAPER RECEIVED

Nov. 18, 2005 EXTENSION 2 GRANTED 70565

Nov. 01, 2005 EXTENSION 2 FILED 70565

Nov. 01, 2005 PAPER RECEIVED

Jun. 10, 2005 EXTENSION 1 GRANTED 76874

May 20, 2005 EXTENSION 1 FILED 76874

May 25, 2005 PAPER RECEIVED

Nov. 23, 2004 NOA MAILED - SOU REQUIRED FROM APPLICANT

Aug. 31, 2004 PUBLISHED FOR OPPOSITION

Aug. 11, 2004 NOTICE OF PUBLICATION

Jun. 02, 2004 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 26, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE

Apr. 26, 2004 PAPER RECEIVED

Apr. 08, 2004 FINAL REFUSAL MAILED

Mar. 01, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE

Mar. 01, 2004 PAPER RECEIVED

Aug. 28, 2003 NON-FINAL ACTION MAILED

Aug. 26, 2003 ASSIGNED TO EXAMINER 77765

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 109 Date in Location: Sep. 26, 2018

Proceedings

Summary

Number of
Proceedings:

3

 
Type of Proceeding: Opposition

Proceeding
Number:

91239736 Filing Date: Feb 27, 2018

Status: Terminated Status Date: Jun 11, 2018

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: London Calling Hair Salon

Correspondent LONDON CALLING HAIR SALON



Address: 3603 MONTROSE
HOUSTON TX UNITED STATES , 77006

Correspondent e-
mail:

Christinedrown@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND HAIR SALON & SPA Abandoned - After Inter-Partes Decision 87472212

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERIN PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

UNDERGROUND Registered 86224983 5018315

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

UNDERGROUND Registered 87334812 5527453

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 27, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2018 Apr 08, 2018

3 PENDING, INSTITUTED Feb 27, 2018

4 NOTICE OF DEFAULT Apr 18, 2018

5 BD DECISION: SUSTAINED Jun 11, 2018

6 TERMINATED Jun 11, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e- tm-slc@stoel.com



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016

Type of Proceeding: Cancellation

Proceeding
Number:

92057466 Filing Date: Jul 02, 2013

Status: Terminated Status Date: Jan 08, 2015

Interlocutory
Attorney:

WENDY COHEN

Defendant

Name: Dynasty Footwear, Ltd.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 W OLYMPIC BOULEVARD
LOS ANGELES CA UNITED STATES , 900064

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND REGISTERED AND RENEWED 75123951 3362764

Plaintiff(s)

Name: Transport For London

Correspondent
Address:

BURTON S EHRLICH
LADAS & PARRY LLP
224 S MICHIGAN , SUITE 1600
CHICAGO IL UNITED STATES , 60604

Correspondent e-
mail:

CHIUSTM@LADAS.NET , burte@ladas.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Cancelled - Section 8 76496459 3267000

UNDERGROUND Cancelled - Section 8 76496460 3267001

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Cancelled - Section 8 76562851 3407653



UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 03, 2013 Aug 12, 2013

3 PENDING, INSTITUTED Jul 03, 2013

4 STIP FOR EXT Aug 12, 2013

5 EXTENSION OF TIME GRANTED Aug 12, 2013

6 STIP FOR EXT Sep 10, 2013

7 EXTENSION OF TIME GRANTED Sep 10, 2013

8 STIP FOR EXT Oct 11, 2013

9 EXTENSION OF TIME GRANTED Oct 11, 2013

10 STIP FOR EXT Nov 05, 2013

11 EXTENSION OF TIME GRANTED Nov 05, 2013

12 STIP FOR EXT Dec 10, 2013

13 EXTENSION OF TIME GRANTED Dec 10, 2013

14 ANSWER Jan 09, 2014

15 D MOT TO COMPEL DISCOVERY Mar 28, 2014

16 SUSP PEND DISP OF OUTSTNDNG MOT Apr 01, 2014

17 P MOT FOR EXT W/O CONSENT Apr 17, 2014

18 D MOTION Apr 18, 2014

19 PROCEEDINGS RESUMED May 12, 2014

20 D MOT FOR SUMMARY JUDGMENT Oct 10, 2014

21 P MOT FOR EXT W/O CONSENT Oct 15, 2014

22 DECLARATION OF JOHN KOO Oct 20, 2014

23 D EXHIBITS Oct 20, 2014

24 D EXHIBITS Oct 20, 2014

25 D EXHIBITS Oct 20, 2014

26 D EXHIBITS Oct 20, 2014

27 D EXHIBITS Oct 20, 2014

28 D OPP/RESP TO MOTION Oct 28, 2014

29 STIP FOR EXT Nov 13, 2014

30 D MOT FOR EXT W/O CONSENT Nov 19, 2014

31 SUSP PEND DISP OF OUTSTNDNG MOT Dec 12, 2014

32 BD DECISION: DISMISSED W/ PREJ Jan 08, 2015

33 TERMINATED Jan 08, 2015



 

Mark Information

Mark Literal
Elements:

WATERLOO

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color Drawing: Yes

Color(s) Claimed: The color(s) red, black, blue and white is/are claimed as a feature of the mark.

Color Location: The color red appears as part of the circle depicted in the mark. The color black appears as part of the border of the circle depicted in
the mark and the rectangle. The color white appears as the center of the circle depicted in the mark and the lettering for the word
Waterloo. The color blue appears as the background in the rectangle depicting the word "Waterloo".

Design Search
Code(s):

26.01.12 - Circles with bars, bands and lines
26.01.17 - Two concentric circles; Concentric circles, two; Circles, two concentric
26.01.18 - Three or more concentric circles; Circles, three or more concentric; Concentric circles, three or more
26.01.21 - Circles that are totally or partially shaded.
26.11.21 - Rectangles that are completely or partially shaded
26.17.01 - Straight line(s), band(s) or bar(s); Lines, straight; Bands, straight; Bars, straight
26.17.05 - Lines, horizontal; Horizontal line(s), band(s) or bar(s); Bars, horizontal; Bands, horizontal
26.17.09 - Lines, curved; Bars, curved; Curved line(s), band(s) or bar(s); Bands, curved

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: T-shirts and hats

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 01, 1985 Use in Commerce: Dec. 01, 1985

For: Retail stores featuring compact discs, phonograph records and videos

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Generated on: This page was generated by TSDR on 2021-08-17 19:18:43 EDT

Mark: WATERLOO

US Serial Number: 76639629 Application Filing
Date:

May 26, 2005

US Registration
Number:

3539176 Registration Date: Dec. 02, 2008

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Dec. 22, 2018

Publication Date: Apr. 15, 2008



Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 01, 1985 Use in Commerce: Dec. 01, 1985

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: TRANSPORT FOR LONDON

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: PUBLIC CORPORATION State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/10

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Michael E. Mangelson Phone: (801) 328-3131

Fax: 8015786999

Domestic
Representative e-

mail:

tm-slc@stoel.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Dec. 22, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Dec. 22, 2018 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 59136

Dec. 22, 2018 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 59136

Dec. 13, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 59136

Nov. 30, 2018 TEAS SECTION 8 & 9 RECEIVED

Dec. 02, 2017 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED



Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 19, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Dec. 19, 2014 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70131

Dec. 19, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70131

Dec. 02, 2014 TEAS SECTION 8 & 15 RECEIVED

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 06, 2011 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Oct. 06, 2011 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 01, 2011 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Dec. 02, 2008 REGISTERED-PRINCIPAL REGISTER

Oct. 28, 2008 EXTENSION OF TIME TO OPPOSE PROCESS - TERMINATED

May 15, 2008 EXTENSION OF TIME TO OPPOSE RECEIVED

Apr. 15, 2008 PUBLISHED FOR OPPOSITION

Mar. 26, 2008 NOTICE OF PUBLICATION

Mar. 07, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 67215

Mar. 05, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 05, 2008 EXAMINERS AMENDMENT MAILED

Mar. 05, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Mar. 05, 2008 EXAMINERS AMENDMENT -WRITTEN 74673

Feb. 28, 2008 AMENDMENT FROM APPLICANT ENTERED 67215

Feb. 28, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 67215

Feb. 26, 2008 PAPER RECEIVED

Aug. 27, 2007 NON-FINAL ACTION MAILED

Aug. 27, 2007 NON-FINAL ACTION WRITTEN 74673

Aug. 27, 2007 NON-FINAL ACTION WRITTEN 74673

Aug. 06, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 67215

Aug. 06, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 67215

Aug. 03, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 09, 2007 NON-FINAL ACTION MAILED

Feb. 09, 2007 NON-FINAL ACTION WRITTEN 74673

Jan. 18, 2007 AMENDMENT FROM APPLICANT ENTERED 67215

Jan. 18, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 67215

Jan. 17, 2007 ASSIGNED TO LIE 67215

Dec. 18, 2006 PAPER RECEIVED

Jul. 28, 2006 NON-FINAL ACTION MAILED

Jul. 27, 2006 NON-FINAL ACTION WRITTEN 74673

Jul. 17, 2006 AMENDMENT FROM APPLICANT ENTERED 76529

Jun. 20, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 76529

Jun. 20, 2006 PAPER RECEIVED

Dec. 20, 2005 NON-FINAL ACTION MAILED

Dec. 20, 2005 NON-FINAL ACTION WRITTEN 74673

Dec. 19, 2005 ASSIGNED TO EXAMINER 74673

Jun. 08, 2005 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Dec. 22, 2018

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: Waterloo Records And Video, Inc.



 
Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 4568/0932 Pages: 4

Date Recorded: Jun. 24, 2011

Supporting
Documents:

assignment-tm-4568-0932.pdf 

Assignor

Name: WATERLOO RECORDS AND VIDEO, INC. Execution Date: Apr. 08, 2011

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: TRANSPORT FOR LONDON 

Legal Entity Type: PUBLIC CORPORATION State or Country
Where Organized:

UNITED KINGDOM

Address: 42-50 VICTORIA STREET
1ST FLOOR, WINDSOR HOUSE
LONDON, UNITED KINGDOM SW1H 0TL

Correspondent

Correspondent
Name:

JODI A DESCHANE/SARAH M HOUSE

Correspondent
Address:

90 SOUTH SEVENTH STREET
2200 WELLS FARGO CENTER
MINNEAPOLIS, MN 55402

Domestic Representative

Domestic
Representative

Name:

FAEGRE & BENSON LLP

Domestic
Representative

Address:

90 SOUTH SEVENTH STREET
2200 WELLS FARGO CENTER
MINNEAPOLIS, MN 55402

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111



Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016

Type of Proceeding: Extension of Time

Proceeding
Number:

76639629 Filing Date: May 15, 2008

Status: Terminated Status Date: Oct 28, 2008

Interlocutory
Attorney:

Defendant

Name: Waterloo Records And Video, Inc.

Correspondent
Address:

SAWNIE R. ALDREDGE
2021 21ST AVE S STE 420
NASHVILLE TN UNITED STATES , 37212-4350

Associated marks

Mark Application Status
Serial
Number

Registration
Number

WATERLOO REGISTERED AND RENEWED 76639629 3539176

Potential Opposer(s)

Name: Transport for London

Correspondent
Address:

Jodi A. DeSchane
Faegre & Benson LLP
90 South Seventh Street2200 Wells Fargo Center
Minneapolis MN UNITED STATES , 55402-3901

Correspondent e-
mail:

trademarkmpls@faegre.com , jdeschane@faegre.com , jbeard@faegre.com

Prosecution History

Entry Number History Text Date Due Date

1 INCOMING - EXT TIME TO OPPOSE FILED May 15, 2008

2 EXTENSION OF TIME GRANTED May 15, 2008

3 INCOMING - EXT TIME TO OPPOSE FILED Aug 12, 2008

4 EXTENSION OF TIME GRANTED Aug 12, 2008



 

Mark Information

Mark Literal
Elements:

UNDERGROUND

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the word "UNDERGROUND" written in white plain block letters over a blue ribbon; around this blue ribbon is a red
circle.

Color Drawing: Yes

Color(s) Claimed: The color(s) red, white and blue is/are claimed as a feature of the mark.

Design Search
Code(s):

26.01.02 - Plain single line circles; Circles, plain single line
26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership
of US

Registrations:

2856130, 3503356

Foreign Information

Foreign
Registration

Number:

3966082 Foreign
Registration Date:

Apr. 21, 2010

Foreign
Application/Registration

Country:

EUROPEAN (EU) OFFICE FOR
HARMONIZATION IN THE INTERNAL MARKET
(OHIM)

Foreign Expiration
Date:

Jul. 27, 2024

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: [Bags, namely, satchels, backpacks, school bags, book bags, all purposes sport and athletic bags, cricket bags not specially designed,
canvas bags, beach bags, handbags, clutch bags, purses, wallets, duffel bags, general purpose bags, gym bags, garment bags for

Generated on: This page was generated by TSDR on 2021-08-17 19:19:32 EDT

Mark: UNDERGROUND

US Serial Number: 77810322 Application Filing
Date:

Aug. 21, 2009

US Registration
Number:

4577910 Registration Date: Aug. 05, 2014

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A partial Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: May 03, 2021

Publication Date: May 20, 2014



travel, leather shopping bags, mesh shopping bags, travel bags, overnight bags, shoulder bags, textile shopping bags, general purpose
sport trolley bags, tote bags, bum bags, make up bags sold empty, credit card holders; umbrellas and parasols]

International
Class(es):

018 - Primary Class U.S Class(es): 001, 002, 003, 022, 041

Class Status: SECTION 8 - CANCELLED

Basis: 44(e)

For: [ Dresses, aprons, bathing suits, bathing trunks, beach cover-ups, belts, berets, bodices, brassieres, camisoles, caps, fishing vests,
fittings of metal for shoes and boots, gloves, hats, headbands,] jackets,[ jeans, jerseys,] jumpers, [ knitwear, namely, knitted jumpers,
knitted cardigans, knitted dresses, knitted leg warmers, knitted hats, knitted caps, knitted scarves, knitted gloves; leggings, mittens,
pyjamas, pants,] pullovers,[ scarves,] shirts,[ slacks, skirts,] socks, [sweaters, swimsuits,] tee-shirts[, trousers, vests]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 44(e)

For: Retail store services and on-line retail store services featuring leather and imitations of leather goods, and clothing

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/1

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Michael E. Mangelson Phone: 801-328-3131

Fax: 801-578-6999

Domestic
Representative e-

TM-SLC@stoel.com Domestic
Representative e-

Yes



mail: mail Authorized:

Prosecution History

Date Description
Proceeding
Number

May 03, 2021 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

May 03, 2021 REGISTERED - PARTIAL SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70132

May 03, 2021 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70132

Jan. 12, 2021 TEAS SECTION 8 & 15 RECEIVED

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 05, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 05, 2014 REGISTERED-PRINCIPAL REGISTER

May 20, 2014 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

May 20, 2014 PUBLISHED FOR OPPOSITION

Apr. 30, 2014 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Apr. 17, 2014 LAW OFFICE PUBLICATION REVIEW COMPLETED 69712

Apr. 16, 2014 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 15, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 14, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 14, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Apr. 03, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Apr. 03, 2014 NON-FINAL ACTION E-MAILED 6325

Apr. 03, 2014 NON-FINAL ACTION WRITTEN 82422

Apr. 03, 2014 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Apr. 02, 2014 NOTICE OF ALLOWANCE CANCELLED 66230

Mar. 26, 2014 ATTORNEY REVIEW/DECISION ON AMENDMENT REQUIRED

Mar. 26, 2014 PETITION TO DIRECTOR - CHANGE BASIS - GRANTED 65294

Mar. 25, 2014 ASSIGNED TO PETITION STAFF 65294

Mar. 21, 2014 TEAS PETITION TO AMEND BASIS RECEIVED 1111

Oct. 08, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Oct. 07, 2013 EXTENSION 5 GRANTED 66230

Sep. 30, 2013 EXTENSION 5 FILED 66230

Sep. 30, 2013 TEAS EXTENSION RECEIVED

Apr. 09, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Apr. 08, 2013 EXTENSION 4 GRANTED 66230

Apr. 04, 2013 EXTENSION 4 FILED 66230

Apr. 04, 2013 TEAS EXTENSION RECEIVED

Oct. 10, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Oct. 09, 2012 EXTENSION 3 GRANTED 66230

Oct. 04, 2012 EXTENSION 3 FILED 66230

Oct. 04, 2012 TEAS EXTENSION RECEIVED

Apr. 20, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Apr. 19, 2012 EXTENSION 2 GRANTED 66230

Mar. 23, 2012 EXTENSION 2 FILED 66230

Apr. 19, 2012 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66230

Mar. 23, 2012 TEAS EXTENSION RECEIVED

Oct. 07, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Oct. 05, 2011 EXTENSION 1 GRANTED 98765



Oct. 05, 2011 EXTENSION 1 FILED 98765

Oct. 05, 2011 TEAS EXTENSION RECEIVED

Apr. 05, 2011 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 05, 2011 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 05, 2011 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Feb. 08, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Feb. 08, 2011 PUBLISHED FOR OPPOSITION

Jan. 04, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 69712

Jan. 04, 2011 ASSIGNED TO LIE 69712

Jan. 04, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 04, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 59554

Jan. 04, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 59554

Dec. 29, 2010 ASSIGNED TO LIE 59554

Dec. 09, 2010 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Dec. 09, 2010 EX PARTE APPEAL-INSTITUTED 810322

Dec. 09, 2010 JURISDICTION RESTORED TO EXAMINING ATTORNEY 810322

Dec. 09, 2010 EXPARTE APPEAL RECEIVED AT TTAB

Jun. 09, 2010 NOTIFICATION OF FINAL REFUSAL EMAILED

Jun. 09, 2010 FINAL REFUSAL E-MAILED

Jun. 09, 2010 FINAL REFUSAL WRITTEN 82422

May 21, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

May 20, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

May 20, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Nov. 27, 2009 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 27, 2009 NON-FINAL ACTION E-MAILED 6325

Nov. 27, 2009 NON-FINAL ACTION WRITTEN 82422

Nov. 25, 2009 ASSIGNED TO EXAMINER 82422

Aug. 26, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Aug. 25, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 25, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: Not Found Date in Location: May 03, 2021

Proceedings

Summary

Number of
Proceedings:

4

 
Type of Proceeding: Opposition

Proceeding
Number:

91239736 Filing Date: Feb 27, 2018

Status: Terminated Status Date: Jun 11, 2018

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: London Calling Hair Salon

Correspondent
Address:

LONDON CALLING HAIR SALON
3603 MONTROSE
HOUSTON TX UNITED STATES , 77006

Correspondent e-
mail:

Christinedrown@yahoo.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND HAIR SALON & SPA Abandoned - After Inter-Partes Decision 87472212

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERIN PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

UNDERGROUND Registered 86224983 5018315

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

UNDERGROUND Registered 87334812 5527453

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 27, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2018 Apr 08, 2018

3 PENDING, INSTITUTED Feb 27, 2018

4 NOTICE OF DEFAULT Apr 18, 2018

5 BD DECISION: SUSTAINED Jun 11, 2018

6 TERMINATED Jun 11, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092



UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016

Type of Proceeding: Cancellation

Proceeding
Number:

92057466 Filing Date: Jul 02, 2013

Status: Terminated Status Date: Jan 08, 2015

Interlocutory
Attorney:

WENDY COHEN

Defendant

Name: Dynasty Footwear, Ltd.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 W OLYMPIC BOULEVARD
LOS ANGELES CA UNITED STATES , 900064

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND REGISTERED AND RENEWED 75123951 3362764

Plaintiff(s)

Name: Transport For London

Correspondent
Address:

BURTON S EHRLICH
LADAS & PARRY LLP
224 S MICHIGAN , SUITE 1600
CHICAGO IL UNITED STATES , 60604

Correspondent e-
mail:

CHIUSTM@LADAS.NET , burte@ladas.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Cancelled - Section 8 76496459 3267000

UNDERGROUND Cancelled - Section 8 76496460 3267001

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Cancelled - Section 8 76562851 3407653

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Jul 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 03, 2013 Aug 12, 2013

3 PENDING, INSTITUTED Jul 03, 2013

4 STIP FOR EXT Aug 12, 2013

5 EXTENSION OF TIME GRANTED Aug 12, 2013

6 STIP FOR EXT Sep 10, 2013

7 EXTENSION OF TIME GRANTED Sep 10, 2013

8 STIP FOR EXT Oct 11, 2013

9 EXTENSION OF TIME GRANTED Oct 11, 2013

10 STIP FOR EXT Nov 05, 2013

11 EXTENSION OF TIME GRANTED Nov 05, 2013

12 STIP FOR EXT Dec 10, 2013

13 EXTENSION OF TIME GRANTED Dec 10, 2013

14 ANSWER Jan 09, 2014

15 D MOT TO COMPEL DISCOVERY Mar 28, 2014

16 SUSP PEND DISP OF OUTSTNDNG MOT Apr 01, 2014

17 P MOT FOR EXT W/O CONSENT Apr 17, 2014

18 D MOTION Apr 18, 2014

19 PROCEEDINGS RESUMED May 12, 2014

20 D MOT FOR SUMMARY JUDGMENT Oct 10, 2014

21 P MOT FOR EXT W/O CONSENT Oct 15, 2014

22 DECLARATION OF JOHN KOO Oct 20, 2014

23 D EXHIBITS Oct 20, 2014

24 D EXHIBITS Oct 20, 2014

25 D EXHIBITS Oct 20, 2014

26 D EXHIBITS Oct 20, 2014

27 D EXHIBITS Oct 20, 2014

28 D OPP/RESP TO MOTION Oct 28, 2014

29 STIP FOR EXT Nov 13, 2014

30 D MOT FOR EXT W/O CONSENT Nov 19, 2014

31 SUSP PEND DISP OF OUTSTNDNG MOT Dec 12, 2014

32 BD DECISION: DISMISSED W/ PREJ Jan 08, 2015

33 TERMINATED Jan 08, 2015

Type of Proceeding: Exparte Appeal

Proceeding
Number:

77810322 Filing Date: Dec 09, 2010

Status: Terminated Status Date: Feb 25, 2011

Interlocutory
Attorney:

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

PERLA M. KUHN
HUGHES HUBBARD & REED LLP
1 BATTERY PARK PLZ
NEW YORK NY UNITED STATES , 10004

Correspondent e-
mail:

kuhn@hugheshubbard.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

Prosecution History

Entry Number History Text Date Due Date

1 APPEAL TO BOARD Dec 09, 2010

2 APPEAL ACKNOWLEDGED; CASE REMANDED Dec 09, 2010

3 INSTITUTED Dec 09, 2010



4 TERMINATED Feb 25, 2011



 

Mark Information

Mark Literal
Elements:

UNDERGROUND

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the stylized white wording "UNDERGROUND" on a blue rectangular banner which overlaps across the center of
the outline of a red circle. The color white in the center of the red circle represents background.

Color Drawing: Yes

Color(s) Claimed: The color(s) red, white and blue is/are claimed as a feature of the mark.

Design Search
Code(s):

09.01.04 - Ribbons, hair; Ribbons, giftwrap (gift wrap); Bows, decorative
26.01.21 - Circles that are totally or partially shaded.

Related Properties Information

Claimed Ownership
of US

Registrations:

3333084, 3407653, 3503356 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Skateboards; Skateboard decks; Skateboard wheels

International
Class(es):

028 - Primary Class U.S Class(es): 022, 023, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 30, 2010 Use in Commerce: Sep. 30, 2010

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2021-08-17 19:20:15 EDT

Mark: UNDERGROUND

US Serial Number: 86224983 Application Filing
Date:

Mar. 18, 2014

US Registration
Number:

5018315 Registration Date: Aug. 09, 2016

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 09, 2016

Publication Date: Apr. 21, 2015 Notice of
Allowance Date:

Jun. 16, 2015



Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/22

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2021 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 09, 2016 REGISTERED-PRINCIPAL REGISTER

Jul. 07, 2016 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 06, 2016 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jul. 06, 2016 EXAMINER'S AMENDMENT ENTERED 88888

Jul. 06, 2016 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED

Jul. 06, 2016 EXAMINERS AMENDMENT E-MAILED

Jul. 06, 2016 SU-EXAMINER'S AMENDMENT WRITTEN 74677

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jun. 15, 2016 NOTIFICATION OF FINAL REFUSAL EMAILED

Jun. 15, 2016 FINAL REFUSAL E-MAILED

Jun. 15, 2016 SU - FINAL REFUSAL - WRITTEN 74677

May 27, 2016 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

May 26, 2016 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

May 26, 2016 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 02, 2016 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Mar. 02, 2016 NON-FINAL ACTION E-MAILED

Mar. 02, 2016 SU - NON-FINAL ACTION - WRITTEN 74677

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED



Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 10, 2016 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Feb. 10, 2016 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Feb. 10, 2016 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 15, 2015 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Dec. 15, 2015 NON-FINAL ACTION E-MAILED

Dec. 15, 2015 SU - NON-FINAL ACTION - WRITTEN 74677

Nov. 23, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 77312

Nov. 23, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 77312

Nov. 19, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Sep. 03, 2015 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Sep. 03, 2015 NON-FINAL ACTION E-MAILED

Sep. 03, 2015 SU - NON-FINAL ACTION - WRITTEN 74677

Aug. 13, 2015 STATEMENT OF USE PROCESSING COMPLETE 69302

Jul. 28, 2015 USE AMENDMENT FILED 69302

Aug. 13, 2015 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69302

Jul. 28, 2015 TEAS STATEMENT OF USE RECEIVED

Jun. 16, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Apr. 21, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 21, 2015 PUBLISHED FOR OPPOSITION

Apr. 01, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 17, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312

Mar. 16, 2015 ASSIGNED TO LIE 77312

Feb. 24, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 18, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Feb. 18, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Feb. 18, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 21, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 21, 2014 NON-FINAL ACTION E-MAILED 6325

Aug. 21, 2014 NON-FINAL ACTION WRITTEN 74677

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 02, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 01, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 01, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 16, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 16, 2014 NON-FINAL ACTION E-MAILED 6325

May 16, 2014 NON-FINAL ACTION WRITTEN 74677

May 16, 2014 ASSIGNED TO EXAMINER 74677

Apr. 03, 2014 NOTICE OF DESIGN SEARCH CODE E-MAILED

Apr. 02, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 21, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 06, 2016

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding 91239736 Filing Date: Feb 27, 2018



Number:

Status: Terminated Status Date: Jun 11, 2018

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: London Calling Hair Salon

Correspondent
Address:

LONDON CALLING HAIR SALON
3603 MONTROSE
HOUSTON TX UNITED STATES , 77006

Correspondent e-
mail:

Christinedrown@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND HAIR SALON & SPA Abandoned - After Inter-Partes Decision 87472212

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERIN PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

UNDERGROUND Registered 86224983 5018315

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

UNDERGROUND Registered 87334812 5527453

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 27, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2018 Apr 08, 2018

3 PENDING, INSTITUTED Feb 27, 2018

4 NOTICE OF DEFAULT Apr 18, 2018

5 BD DECISION: SUSTAINED Jun 11, 2018

6 TERMINATED Jun 11, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number



DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016



 

Mark Information

Mark Literal
Elements:

UNDERGROUND

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the stylized white wording "UNDERGROUND" on a blue rectangular banner which overlaps across the center of
the outline of a red circle.

Color Drawing: Yes

Color(s) Claimed: The color(s) red, white and blue is/are claimed as a feature of the mark.

Design Search
Code(s):

09.01.04 - Ribbons, hair; Ribbons, giftwrap (gift wrap); Bows, decorative
26.01.02 - Plain single line circles; Circles, plain single line

Related Properties Information

Claimed Ownership
of US

Registrations:

2643092, 3503356, 4577910 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Cafe, bar, and restaurant services

International
Class(es):

043 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 31, 1988 Use in Commerce: Dec. 31, 1988

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2021-08-17 19:23:25 EDT

Mark: UNDERGROUND

US Serial Number: 86190897 Application Filing
Date:

Feb. 11, 2014

US Registration
Number:

5541193 Registration Date: Aug. 14, 2018

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 14, 2018

Publication Date: Apr. 21, 2015 Notice of
Allowance Date:

Jun. 16, 2015



Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/24

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 14, 2018 REGISTERED-PRINCIPAL REGISTER

Jul. 12, 2018 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 11, 2018 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 18, 2018 STATEMENT OF USE PROCESSING COMPLETE 65362

Jun. 15, 2018 USE AMENDMENT FILED 65362

Jun. 15, 2018 TEAS STATEMENT OF USE RECEIVED

Nov. 21, 2017 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Nov. 18, 2017 EXTENSION 5 GRANTED 65362

Nov. 08, 2017 EXTENSION 5 FILED 65362

Nov. 08, 2017 TEAS EXTENSION RECEIVED

Jun. 13, 2017 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jun. 09, 2017 EXTENSION 4 GRANTED 98765

Jun. 09, 2017 EXTENSION 4 FILED 98765

Jun. 09, 2017 TEAS EXTENSION RECEIVED

Dec. 20, 2016 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Dec. 17, 2016 EXTENSION 3 GRANTED 65362

Dec. 02, 2016 EXTENSION 3 FILED 65362

Dec. 02, 2016 TEAS EXTENSION RECEIVED

Jul. 07, 2016 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jul. 06, 2016 EXTENSION 2 GRANTED 65362



Jun. 03, 2016 EXTENSION 2 FILED 65362

Jul. 05, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 65362

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jun. 03, 2016 TEAS EXTENSION RECEIVED

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Nov. 24, 2015 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Nov. 20, 2015 EXTENSION 1 GRANTED 98765

Nov. 20, 2015 EXTENSION 1 FILED 98765

Nov. 20, 2015 TEAS EXTENSION RECEIVED

Jun. 16, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Apr. 21, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 21, 2015 PUBLISHED FOR OPPOSITION

Apr. 01, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 16, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312

Mar. 16, 2015 ASSIGNED TO LIE 77312

Feb. 24, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 18, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Feb. 18, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Feb. 18, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 21, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 21, 2014 NON-FINAL ACTION E-MAILED 6325

Aug. 21, 2014 NON-FINAL ACTION WRITTEN 74677

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 02, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 01, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 01, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 16, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 16, 2014 NON-FINAL ACTION E-MAILED 6325

May 16, 2014 NON-FINAL ACTION WRITTEN 74677

May 16, 2014 ASSIGNED TO EXAMINER 74677

Feb. 25, 2014 NOTICE OF DESIGN SEARCH CODE E-MAILED

Feb. 24, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Feb. 14, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 11, 2018

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91239736 Filing Date: Feb 27, 2018

Status: Terminated Status Date: Jun 11, 2018

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: London Calling Hair Salon



Correspondent
Address:

LONDON CALLING HAIR SALON
3603 MONTROSE
HOUSTON TX UNITED STATES , 77006

Correspondent e-
mail:

Christinedrown@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND HAIR SALON & SPA Abandoned - After Inter-Partes Decision 87472212

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERIN PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

UNDERGROUND Registered 86224983 5018315

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

UNDERGROUND Registered 87334812 5527453

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 27, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2018 Apr 08, 2018

3 PENDING, INSTITUTED Feb 27, 2018

4 NOTICE OF DEFAULT Apr 18, 2018

5 BD DECISION: SUSTAINED Jun 11, 2018

6 TERMINATED Jun 11, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111



Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016



 

Mark Information

Mark Literal
Elements:

UNDERGROUND

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the stylized wording "UNDERGROUND" on a rectangular banner which overlaps across the center of the outline
of a circle.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

26.01.21 - Circles that are totally or partially shaded.
26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership
of US

Registrations:

2643092, 3407653, 3503356 and others

Foreign Information

Foreign
Registration

Number:

011197101 Foreign
Registration Date:

Apr. 19, 2015

Foreign
Application/Registration

Country:

EUROPEAN (EU) OFFICE FOR
HARMONIZATION IN THE INTERNAL MARKET
(OHIM)

Foreign Expiration
Date:

Sep. 18, 2022

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Electronic publications, namely, maps, books, comics and magazines featuring information on art, poetry, travel, history, city guides,
tourism, transport and cartoons recorded on computer media; downloadable electronic publications in the nature of books, maps,
magazines and comics in the fields of art, poetry, travel, history, city guides, tourism, transport and cartoons; computer software and
computer programs for use in electronic storage of data; computer software applications for phones or home use relating to travel

Generated on: This page was generated by TSDR on 2021-08-17 19:55:01 EDT

Mark: UNDERGROUND

US Serial Number: 86348703 Application Filing
Date:

Jul. 25, 2014

US Registration
Number:

5577890 Registration Date: Oct. 09, 2018

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Oct. 09, 2018

Publication Date: Jul. 07, 2015



services, travel information services, mapping and information services relating to location for management of geographic information,
creating, accessing and storing travel itineraries, navigation, route and trip planning, and electronic mapping, and tracking and
monitoring Global Position Systems (GPS); spectacles and sunglasses; cases for spectacles and sunglasses; protective cases and
covers for mobile phones, PDAs, tablet computers, MP3 players, laptops, smartphones, and handheld computers; magnetically
encoded electronic credit and charge cards; encoded electronic chip cards for payment of fares; magnetically encoded loyalty cards,
incentive cards, reward cards, gift cards, and club cards for loyalty or promotion schemes; decorative magnets

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/25

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Oct. 09, 2018 REGISTERED-PRINCIPAL REGISTER

Aug. 31, 2018 1(B) BASIS DELETED; PROCEED TO REGISTRATION 70565

Aug. 31, 2018 NOTICE OF ALLOWANCE CANCELLED 70565

Aug. 22, 2018 TEAS DELETE 1(B) BASIS RECEIVED

Feb. 24, 2018 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Feb. 23, 2018 EXTENSION 5 GRANTED 70565

Feb. 16, 2018 EXTENSION 5 FILED 70565

Feb. 16, 2018 TEAS EXTENSION RECEIVED

Sep. 01, 2017 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Aug. 30, 2017 EXTENSION 4 GRANTED 98765



Aug. 30, 2017 EXTENSION 4 FILED 98765

Aug. 30, 2017 TEAS EXTENSION RECEIVED

Feb. 28, 2017 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Feb. 24, 2017 EXTENSION 3 GRANTED 98765

Feb. 24, 2017 EXTENSION 3 FILED 98765

Feb. 24, 2017 TEAS EXTENSION RECEIVED

Sep. 15, 2016 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Sep. 14, 2016 EXTENSION 2 GRANTED 70565

Aug. 16, 2016 EXTENSION 2 FILED 70565

Sep. 09, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 70565

Aug. 16, 2016 TEAS EXTENSION RECEIVED

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Nov. 05, 2015 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Nov. 03, 2015 EXTENSION 1 GRANTED 98765

Nov. 03, 2015 EXTENSION 1 FILED 98765

Nov. 03, 2015 TEAS EXTENSION RECEIVED

Sep. 01, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Jul. 07, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jul. 07, 2015 PUBLISHED FOR OPPOSITION

Jun. 17, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jun. 01, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 70633

May 26, 2015 ASSIGNED TO LIE 70633

May 20, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

May 06, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 77976

May 06, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 77976

May 01, 2015 ASSIGNED TO LIE 77976

Apr. 28, 2015 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Apr. 01, 2015 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Apr. 01, 2015 LETTER OF SUSPENSION E-MAILED 6332

Apr. 01, 2015 SUSPENSION LETTER WRITTEN 89011

Mar. 27, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Mar. 26, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Mar. 26, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Nov. 07, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 07, 2014 NON-FINAL ACTION E-MAILED 6325

Nov. 07, 2014 NON-FINAL ACTION WRITTEN 89011

Nov. 07, 2014 ASSIGNED TO EXAMINER 89011

Aug. 05, 2014 NOTICE OF DESIGN SEARCH CODE E-MAILED

Aug. 04, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 29, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Oct. 09, 2018

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition



Proceeding
Number:

91239736 Filing Date: Feb 27, 2018

Status: Terminated Status Date: Jun 11, 2018

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: London Calling Hair Salon

Correspondent
Address:

LONDON CALLING HAIR SALON
3603 MONTROSE
HOUSTON TX UNITED STATES , 77006

Correspondent e-
mail:

Christinedrown@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND HAIR SALON & SPA Abandoned - After Inter-Partes Decision 87472212

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERIN PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

UNDERGROUND Registered 86224983 5018315

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

UNDERGROUND Registered 87334812 5527453

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 27, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2018 Apr 08, 2018

3 PENDING, INSTITUTED Feb 27, 2018

4 NOTICE OF DEFAULT Apr 18, 2018

5 BD DECISION: SUSTAINED Jun 11, 2018

6 TERMINATED Jun 11, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Serial Registration



Mark Application Status
Number Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016



 

Mark Information

Mark Literal
Elements:

UNDERGROUND

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the stylized white wording "UNDERGROUND" on a blue rectangular banner which overlaps across the center of
the outline of a red circle. The white area in the center of the circle represents background only.

Color Drawing: Yes

Color(s) Claimed: The color(s) red, white and blue is/are claimed as a feature of the mark.

Design Search
Code(s):

09.01.04 - Ribbons, hair; Ribbons, giftwrap (gift wrap); Bows, decorative
26.01.21 - Circles that are totally or partially shaded.

Related Properties Information

Claimed Ownership
of US

Registrations:

3333084, 3407653, 3503356 and others

Foreign Information

Foreign
Registration

Number:

003966082 Foreign
Registration Date:

Apr. 21, 2010

Foreign
Application/Registration

Country:

EUROPEAN (EU) OFFICE FOR
HARMONIZATION IN THE INTERNAL MARKET
(OHIM)

Foreign Expiration
Date:

Jul. 27, 2014

Foreign
Registration

Renewal Date:

Apr. 06, 2014 Foreign
Registration

Renewal Expiration
Date:

Jul. 27, 2024

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

Generated on: This page was generated by TSDR on 2021-08-17 19:24:56 EDT

Mark: UNDERGROUND

US Serial Number: 86215961 Application Filing
Date:

Mar. 10, 2014

US Registration
Number:

5614218 Registration Date: Nov. 27, 2018

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Nov. 27, 2018

Publication Date: Sep. 11, 2018



Asterisks *..* identify additional (new) wording in the goods/services.

For: Personal care products, namely, shower gel, bubble bath, fragrant body splash, bath oils, bath beads, hand soaps, body soaps; body
powder, face powder, talcum powder, shaving cream, deodorant for personal use; non medicated skin lotions and creams; skin care
products, namely, facial cleansers, skin toners, moisturizers and wipes impregnated with skin cleanser; facial astringents for cosmetic
purposes and face cleanser; eye cream, hand cream, body cream, face cream; hand lotion, body lotion, face lotion; hair shampoo, hair
conditioner, hair styling gel, hair spray, hair dyes, hair rinses; perfume, cologne, eau de toilette, after shave; cosmetics, mascara,
blush, eye shadow, lipstick, lip gloss, make-up, foundation, concealers; non-medicated blemish stick; make-up remover; nail polish, nail
polish remover, hard artificial nails; potpourri, incense, essential oils, sachets, scented bath beads, body and face sun-tanning lotion,
body and face pre-sun-tanning lotion and body and face after sun-tanning lotion

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/23

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: 801.328.3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Nov. 27, 2018 REGISTERED-PRINCIPAL REGISTER

Sep. 11, 2018 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Sep. 11, 2018 PUBLISHED FOR OPPOSITION

Aug. 22, 2018 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Aug. 09, 2018 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 16, 2018 TEAS/EMAIL CORRESPONDENCE ENTERED 70629

Jul. 16, 2018 CORRESPONDENCE RECEIVED IN LAW OFFICE 70629



Jul. 13, 2018 ASSIGNED TO LIE 70629

Jun. 28, 2018 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 09, 2018 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 09, 2018 NON-FINAL ACTION E-MAILED 6325

Jun. 09, 2018 NON-FINAL ACTION WRITTEN 74677

Jun. 09, 2018 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jun. 05, 2018 WITHDRAWN FROM PUB - OG REVIEW QUERY 99910

May 21, 2018 1(B) BASIS DELETED; NEW BASIS REQUESTED 65362

May 21, 2018 NOTICE OF ALLOWANCE CANCELLED 65362

May 21, 2018 PETITION TO DIRECTOR - CHANGE BASIS - GRANTED 70458

May 21, 2018 ASSIGNED TO PETITION STAFF 70458

May 08, 2018 TEAS PETITION TO AMEND BASIS RECEIVED 1111

Nov. 21, 2017 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Nov. 18, 2017 EXTENSION 5 GRANTED 65362

Nov. 08, 2017 EXTENSION 5 FILED 65362

Nov. 08, 2017 TEAS EXTENSION RECEIVED

Jun. 13, 2017 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jun. 09, 2017 EXTENSION 4 GRANTED 98765

Jun. 09, 2017 EXTENSION 4 FILED 98765

Jun. 09, 2017 TEAS EXTENSION RECEIVED

Dec. 20, 2016 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Dec. 17, 2016 EXTENSION 3 GRANTED 65362

Dec. 02, 2016 EXTENSION 3 FILED 65362

Dec. 02, 2016 TEAS EXTENSION RECEIVED

Jul. 07, 2016 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jul. 06, 2016 EXTENSION 2 GRANTED 65362

Jun. 03, 2016 EXTENSION 2 FILED 65362

Jul. 05, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 65362

Jun. 20, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 20, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jun. 03, 2016 TEAS EXTENSION RECEIVED

Feb. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Nov. 24, 2015 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Nov. 20, 2015 EXTENSION 1 GRANTED 98765

Nov. 20, 2015 EXTENSION 1 FILED 98765

Nov. 20, 2015 TEAS EXTENSION RECEIVED

Jun. 16, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Apr. 21, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 21, 2015 PUBLISHED FOR OPPOSITION

Apr. 01, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 17, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312

Mar. 16, 2015 ASSIGNED TO LIE 77312

Feb. 24, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 18, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Feb. 18, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Feb. 18, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 21, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 21, 2014 NON-FINAL ACTION E-MAILED 6325

Aug. 21, 2014 NON-FINAL ACTION WRITTEN 74677

Aug. 08, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 08, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 02, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 01, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 01, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED



May 16, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 16, 2014 NON-FINAL ACTION E-MAILED 6325

May 16, 2014 NON-FINAL ACTION WRITTEN 74677

May 16, 2014 ASSIGNED TO EXAMINER 74677

Mar. 22, 2014 NOTICE OF DESIGN SEARCH CODE E-MAILED

Mar. 21, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 13, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Nov. 27, 2018

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91239736 Filing Date: Feb 27, 2018

Status: Terminated Status Date: Jun 11, 2018

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: London Calling Hair Salon

Correspondent
Address:

LONDON CALLING HAIR SALON
3603 MONTROSE
HOUSTON TX UNITED STATES , 77006

Correspondent e-
mail:

Christinedrown@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LONDON UNDERGROUND HAIR SALON & SPA Abandoned - After Inter-Partes Decision 87472212

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERIN PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

UNDERGROUND Registered 86224983 5018315

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

UNDERGROUND Registered 87334812 5527453

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Feb 27, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2018 Apr 08, 2018

3 PENDING, INSTITUTED Feb 27, 2018

4 NOTICE OF DEFAULT Apr 18, 2018

5 BD DECISION: SUSTAINED Jun 11, 2018

6 TERMINATED Jun 11, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91227071 Filing Date: Mar 23, 2016

Status: Terminated Status Date: Aug 16, 2016

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Blue Pie Productions USA LLC

Correspondent
Address:

BLUE PIE PRODUCTIONS USA LLC
616 CORPORATE WAY, SUITE 2
NEW YORK NY UNITED STATES , 10989

Associated marks

Mark Application Status
Serial
Number

Registration
Number

DJCENTRAL Abandoned - After Inter-Partes Decision 86362816

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 S MAIN ST , SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REGISTERED AND RENEWED 75261602 2643092

UNDERGROUND REGISTERED AND RENEWED 76535108 3503356

UNDERGROUND Cancelled - Section 8 76485877 3333084

UNDERGROUND Partial Section 8 and 15 Accepted and Acknowledged 77810322 4577910

WATERLOO REGISTERED AND RENEWED 76639629 3539176

UNDERGROUND REGISTERED AND RENEWED 75489696 2856130

UNDERGROUND Registered 86190897 5541193

UNDERGROUND Registered 86224983 5018315

UNDERGROUND Registered 86215961 5614218

UNDERGROUND Registered 86348703 5577890

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 25, 2016 May 04, 2016

3 PENDING, INSTITUTED Mar 25, 2016

4 NOTICE OF DEFAULT May 21, 2016

5 BD DECISION: SUSTAINED Aug 16, 2016

6 TERMINATED Aug 16, 2016



 

Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a blue rectangular banner which overlaps across the center of the outline of a red circle. The white area in the
center of the circle represents background only.

Color Drawing: Yes

Color(s) Claimed: The color(s) red and blue is/are claimed as a feature of the mark.

Design Search
Code(s):

24.09.07 - Banners; Advertising, banners
26.01.21 - Circles that are totally or partially shaded.
26.11.21 - Rectangles that are completely or partially shaded

Foreign Information

Foreign
Registration

Number:

006421077 Foreign
Registration Date:

Dec. 04, 2008

Foreign
Application/Registration

Country:

EUROPEAN UNION Foreign Expiration
Date:

Nov. 09, 2027

Foreign
Registration

Renewal Date:

Nov. 07, 2017

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Articles of clothing, namely, T-shirts, shorts, shirts, pants, dresses, skirts, sweaters, pullovers, jackets, underwear, coats, and knitwear,
namely, knitted caps, knit cardigans, knit turtlenecks, knit sweaters, polo knit shirts, knit trousers, knit bottoms, knit tops, knit skirts, knit
dresses, knit vests, knit leggings, knit tights, knit jackets and knit jumpsuits; sportswear, namely, jerseys, caps being headwear, athletic

Generated on: This page was generated by TSDR on 2021-08-17 19:26:27 EDT

Mark:

US Serial Number: 88030502 Application Filing
Date:

Jul. 09, 2018

US Registration
Number:

6098573 Registration Date: Jul. 14, 2020

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jul. 14, 2020

Publication Date: Oct. 15, 2019



pants, athletic shorts, athletic jackets, athletic shoes, and athletic shirts; wrist sweat bands as clothing; leisurewear, namely, robes,
track suits, leisure suits, loungewear, sweatpants, sweatshirts, night gowns, and pajamas; swimwear; gloves and mittens; belts;
aprons; headwear; neckwear; bandanas and scarves; footwear; shoes; trainers, namely, training shoes; insoles for shoes and trainers;
shoe inserts for primarily non-orthopedic purposes; cleats for attachment to sports shoes; socks

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461-45

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY, UTAH UNITED STATES 84111

Phone: 801-328-3131 Fax: (801) 578-6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 14, 2020 REGISTERED-PRINCIPAL REGISTER

Jun. 08, 2020 1(B) BASIS DELETED; PROCEED TO REGISTRATION 65362

May 11, 2020 NOTICE OF ALLOWANCE CANCELLED 65362

May 11, 2020 TEAS POST PUBLICATION AMENDMENT RECEIVED

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Dec. 10, 2019 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Oct. 15, 2019 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Oct. 15, 2019 PUBLISHED FOR OPPOSITION

Sep. 25, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Sep. 11, 2019 ASSIGNED TO LIE 68123

Sep. 07, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 10, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 88889



Aug. 09, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 09, 2019 TEAS REQUEST FOR RECONSIDERATION RECEIVED

May 13, 2019 NOTIFICATION OF FINAL REFUSAL EMAILED

May 13, 2019 FINAL REFUSAL E-MAILED

May 13, 2019 FINAL REFUSAL WRITTEN 73370

Apr. 20, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 20, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 20, 2019 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 27, 2018 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION WRITTEN 73370

Oct. 26, 2018 ASSIGNED TO EXAMINER 73370

Jul. 14, 2018 NOTICE OF DESIGN SEARCH CODE E-MAILED

Jul. 13, 2018 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 12, 2018 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 14, 2020



 

Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a rectangular banner which overlaps across the center of the outline of a circle. The white area in the center of
the circle represents background only.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

24.09.07 - Banners; Advertising, banners
26.01.02 - Plain single line circles; Circles, plain single line

Foreign Information

Priority Claimed: Yes

Foreign
Application

Number:

17929696 Foreign
Application Filing

Date:

Jul. 11, 2018

Foreign
Registration

Number:

17929696 Foreign
Registration Date:

Nov. 29, 2018

Foreign
Application/Registration

Country:

EUROPEAN UNION Foreign Expiration
Date:

Jul. 11, 2028

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Articles of clothing, namely, T-shirts, shorts, shirts, pants, dresses, skirts, sweaters, pullovers, jackets, underwear, coats, and knitwear,
namely, knitted caps, knit cardigans, knit turtlenecks, knit sweaters, polo knit shirts, knit trousers, knit bottoms, knit tops, knit skirts, knit
dresses, knit vests, knit leggings, knit tights, knit jackets and knit jumpsuits; sportswear, namely, jerseys, caps being headwear, athletic
pants, athletic shorts, athletic jackets, athletic shoes, and athletic shirts; wrist sweat bands as clothing; leisurewear, namely, robes,

Generated on: This page was generated by TSDR on 2021-08-17 19:36:17 EDT

Mark:

US Serial Number: 88035015 Application Filing
Date:

Jul. 12, 2018

US Registration
Number:

6098576 Registration Date: Jul. 14, 2020

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jul. 14, 2020

Publication Date: Oct. 15, 2019



track suits, leisure suits, loungewear, sweatpants, sweatshirts, night gowns, and pajamas; swimwear; gloves and mittens; belts;
aprons; headwear; neckwear; bandanas and scarves; footwear; shoes; trainers, namely, training shoes; insoles for shoes and trainers;
shoe inserts for primarily non-orthopedic purposes; cleats for attachment to sports shoes; socks

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: No

Filed 44D: Yes Currently 44E: Yes

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461/46

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY, UTAH UNITED STATES 84111

Phone: 801-328-3131 Fax: 801.578.6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 14, 2020 REGISTERED-PRINCIPAL REGISTER

Jun. 08, 2020 1(B) BASIS DELETED; PROCEED TO REGISTRATION 65362

May 11, 2020 NOTICE OF ALLOWANCE CANCELLED 65362

May 11, 2020 TEAS POST PUBLICATION AMENDMENT RECEIVED

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Dec. 10, 2019 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Oct. 15, 2019 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Oct. 15, 2019 PUBLISHED FOR OPPOSITION

Sep. 25, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Sep. 07, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 10, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 09, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 09, 2019 TEAS REQUEST FOR RECONSIDERATION RECEIVED



May 14, 2019 NOTIFICATION OF FINAL REFUSAL EMAILED

May 14, 2019 FINAL REFUSAL E-MAILED

May 14, 2019 FINAL REFUSAL WRITTEN 73370

Apr. 29, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 73797

Apr. 29, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 73797

Apr. 26, 2019 ASSIGNED TO LIE 73797

Apr. 20, 2019 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 27, 2018 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION WRITTEN 73370

Oct. 26, 2018 ASSIGNED TO EXAMINER 73370

Jul. 17, 2018 NOTICE OF DESIGN SEARCH CODE E-MAILED

Jul. 16, 2018 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 16, 2018 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 14, 2020



 

Mark Information

Mark Literal
Elements:

ELIZABETH LINE

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the stylized white wording "ELIZABETH LINE" on a blue rectangular banner which overlaps across the center of
the outline of a purple circle. The white area in the center of the circle represents background only.

Color Drawing: Yes

Color(s) Claimed: The color(s) white, blue and purple is/are claimed as a feature of the mark.

Disclaimer: "LINE"

Design Search
Code(s):

24.09.07 - Banners; Advertising, banners
26.01.02 - Plain single line circles; Circles, plain single line

Foreign Information

Priority Claimed: Yes

Foreign
Application

Number:

017928101 Foreign
Application Filing

Date:

Jul. 09, 2018

Foreign
Registration

Number:

017928101 Foreign
Registration Date:

Apr. 17, 2020

Foreign
Application/Registration

Country:

EUROPEAN UNION Foreign Expiration
Date:

Jul. 09, 2028

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

Generated on: This page was generated by TSDR on 2021-08-17 19:41:34 EDT

Mark: ELIZABETH LINE

US Serial Number: 88030476 Application Filing
Date:

Jul. 09, 2018

US Registration
Number:

6156069 Registration Date: Sep. 22, 2020

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Sep. 22, 2020

Publication Date: Jul. 07, 2020



For: Articles of clothing, namely, t-shirts, shorts, shirts, pants, dresses, skirts, sweaters, pullovers, jackets, underwear, coats, and knitwear,
namely, knitted caps, knit cardigans, knit turtlenecks, knit sweaters, polo knit shirts, knit trousers, knit bottoms, knit tops, knit skirts, knit
dresses, knit vests, knit leggings, knit tights, knit jackets and knit jumpsuits; Sportswear, namely, jerseys, caps being headwear,
athletic pants, athletic shorts, athletic jackets, athletic shoes, and athletic shirts; Wrist sweat bands as clothing; Leisurewear, namely,
robes, track suits, leisure suits, loungewear, sweatpants, sweatshirts, night gowns, and pajamas; Swimwear; Gloves and mittens;
Belts; Aprons; Headwear; Neckwear; Bandanas and scarves; Footwear; Shoes; Trainers, namely, training shoes; Insoles for shoes and
trainers; Shoe inserts for primarily non-orthopedic purposes; Cleats for attachment to sports shoes; Socks

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: No

Filed 44D: Yes Currently 44E: Yes

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number: 46461-44

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY, UTAH UNITED STATES 84111

Phone: 801-328-3131 Fax: (801) 578-6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Sep. 22, 2020 REGISTERED-PRINCIPAL REGISTER

Jul. 07, 2020 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jul. 07, 2020 PUBLISHED FOR OPPOSITION

Jun. 17, 2020 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jun. 02, 2020 ELECTRONIC RECORD REVIEW COMPLETE 73793

May 29, 2020 ON HOLD - ELECTRONIC RECORD REVIEW REQUIRED

May 26, 2020 APPROVED FOR PUB - PRINCIPAL REGISTER

May 18, 2020 TEAS/EMAIL CORRESPONDENCE ENTERED 70468

May 18, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE 70468

May 12, 2020 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888



Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Dec. 30, 2019 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 70468

Dec. 13, 2019 ASSIGNED TO LIE 70468

May 14, 2019 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

May 14, 2019 LETTER OF SUSPENSION E-MAILED 6332

May 14, 2019 SUSPENSION LETTER WRITTEN 73370

Apr. 25, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 24, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 24, 2019 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 27, 2018 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION WRITTEN 73370

Oct. 26, 2018 ASSIGNED TO EXAMINER 73370

Jul. 14, 2018 NOTICE OF DESIGN SEARCH CODE E-MAILED

Jul. 13, 2018 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 12, 2018 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Sep. 22, 2020

Proceedings

Summary

Number of
Proceedings:

1

 
Type of Proceeding: Opposition

Proceeding
Number:

91251507 Filing Date: Oct 09, 2019

Status: Terminated Status Date: Mar 28, 2020

Interlocutory
Attorney:

REBECCA J STEMPIEN_COYLE

Defendant

Name: CKL Holdings N.V.

Correspondent
Address:

ROMAN A POPOV
MORTON & ASSOCIATES LLP
246 WEST BROADWAY
NEW YORK NY UNITED STATES , 10013

Correspondent e-
mail:

rp@moas.com

Associated marks

Mark Application Status Serial Number
Registration
Number

ELIZABETH Registered 87005406 6044798

Plaintiff(s)

Name: Transport for London

Correspondent
Address:

JOSHUA G GIGGER
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111-4904

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status Serial Number
Registration
Number

ELIZABETH LINE Registered 88030476 6156069



Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 09, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 09, 2019 Nov 18, 2019

3 INSTITUTED Oct 09, 2019

4 ANSWER Oct 31, 2019

5 P APPEARANCE / POWER OF ATTORNEY Nov 19, 2019

6 D CHANGE OF CORRESP ADDRESS Dec 09, 2019

7 W/DRAW OF OPPOSITION Mar 20, 2020

8 BD DECISION: OPP DISMISSED W/ PREJ Mar 28, 2020

9 TERMINATED Mar 28, 2020
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Mark Information

Mark Literal
Elements:

MIND THE GAP

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the stylized white wording "MIND THE GAP" on a blue rectangular banner which overlaps across the center of the
outline of a red circle. The white area in the center of the circle represents background only.

Color Drawing: Yes

Color(s) Claimed: The color(s) red, white and blue is/are claimed as a feature of the mark.

Design Search
Code(s):

24.09.07 - Banners; Advertising, banners
26.01.02 - Plain single line circles; Circles, plain single line

Foreign Information

Priority Claimed: Yes

Foreign
Application

Number:

017928096 Foreign
Application Filing

Date:

Jul. 09, 2018

Foreign
Registration

Number:

017928096 Foreign
Registration Date:

Feb. 14, 2019

Foreign
Application/Registration

Country:

EUROPEAN UNION Foreign Expiration
Date:

Jul. 09, 2028

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Articles of clothing, namely, t-shirts, shorts, shirts, pants, dresses, skirts, sweaters, pullovers, jackets, underwear, coats, and knitwear;
Sportswear, namely, jerseys, caps being headwear, athletic pants, athletic shorts, athletic jackets, athletic shoes, and athletic shirts;
Wrist sweat bands as clothing; Leisurewear, namely, robes, track suits, leisure suits, loungewear, sweatpants, sweatshirts, night

Generated on: This page was generated by TSDR on 2021-08-17 20:10:45 EDT

Mark: MIND THE GAP

US Serial Number: 88030460 Application Filing
Date:

Jul. 09, 2018

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/APPLICATION/Opposition Pending

The pending trademark application has been examined by the Office and was
published for opposition, at which time one or more oppositions were filed but
they have not yet been decided.

Status: An opposition after publication is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Jul. 26, 2021

Publication Date: Mar. 30, 2021



gowns, and pajamas; Swimwear; Gloves and mittens; Belts; Aprons; Headwear; Neckwear; Bandanas and scarves; Footwear; Shoes;
Trainers, namely, training shoes; Insoles for shoes and trainers; Shoe inserts for primarily non-orthopedic purposes; Cleats for
attachment to sports shoes; Socks

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(b) 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: Yes

Filed 44D: Yes Currently 44E: Yes

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transport for London

Owner Address: 5 Endeavour Square, Stratford
London UNITED KINGDOM E201JN

Legal Entity Type: public utility established by statute State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: CATHERINE PARRISH LAKE Docket Number: 46461-43

Attorney Primary
Email Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY, UTAH UNITED STATES 84111

Phone: 801-328-3131 Fax: (801) 578-6999

Correspondent e-
mail:

tm-slc@stoel.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 26, 2021 OPPOSITION INSTITUTED NO. 999999 270671

Apr. 26, 2021 EXTENSION OF TIME TO OPPOSE RECEIVED

Mar. 30, 2021 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 30, 2021 PUBLISHED FOR OPPOSITION

Mar. 10, 2021 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Feb. 25, 2021 LAW OFFICE PUBLICATION REVIEW COMPLETED 68123

Feb. 18, 2021 ASSIGNED TO LIE 68123

Feb. 08, 2021 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 22, 2020 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 22, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 22, 2020 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 22, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 22, 2020 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Dec. 22, 2020 TEAS REQUEST FOR RECONSIDERATION RECEIVED



Aug. 30, 2020 NOTIFICATION OF FINAL REFUSAL EMAILED

Aug. 30, 2020 FINAL REFUSAL E-MAILED

Aug. 30, 2020 FINAL REFUSAL WRITTEN 73370

Jul. 07, 2020 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jul. 07, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jul. 07, 2020 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jan. 24, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 24, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jan. 09, 2020 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jan. 09, 2020 NON-FINAL ACTION E-MAILED 6325

Jan. 09, 2020 NON-FINAL ACTION WRITTEN 73370

Jan. 06, 2020 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Dec. 10, 2019 WITHDRAWN FROM PUB - OG REVIEW QUERY 99910

Nov. 22, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 19, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 18, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 18, 2019 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Nov. 16, 2019 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 16, 2019 NON-FINAL ACTION E-MAILED 6325

Nov. 16, 2019 NON-FINAL ACTION WRITTEN 73370

Oct. 30, 2019 LIE CHECKED SUSP - TO ATTY FOR ACTION 73797

Apr. 29, 2019 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Apr. 29, 2019 LETTER OF SUSPENSION E-MAILED 6332

Apr. 29, 2019 SUSPENSION LETTER WRITTEN 73370

Apr. 29, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 73797

Apr. 29, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 73797

Apr. 26, 2019 ASSIGNED TO LIE 73797

Apr. 20, 2019 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 27, 2018 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION E-MAILED 6325

Oct. 27, 2018 NON-FINAL ACTION WRITTEN 73370

Oct. 26, 2018 ASSIGNED TO EXAMINER 73370

Jul. 14, 2018 NOTICE OF DESIGN SEARCH CODE E-MAILED

Jul. 13, 2018 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 12, 2018 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: BENMAMAN, ALICE MEDINA Law Office
Assigned:

LAW OFFICE 116

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 25, 2021

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91270671 Filing Date: Jul 26, 2021

Status: Pending Status Date: Jul 26, 2021

Interlocutory
Attorney:

JENNIFER KRISP

Defendant



Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MIND THE GAP Opposition Pending 88030460

Plaintiff(s)

Name: Gap (Apparel), LLC

Correspondent
Address:

JAMES D. WEINBERGER
FROSS ZELNICK LEHRMAN & ZISSU, P.C.
151 WEST 42ND STREET, 17TH FLOOR
NEW YORK NY UNITED STATES , 10036

Correspondent e-
mail:

jweinberger@fzlz.com , nlieberman@fzlz.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

GAP REGISTERED AND RENEWED 73126525 1129294

GAP REGISTERED AND RENEWED 73580465 1406870

GAP REGISTERED AND RENEWED 78078266 2855822

THE GAP REGISTERED AND RENEWED 73147472 1097038

GAP OUTLET REGISTERED AND RENEWED 74685516 2020323

GAP REGISTERED AND RENEWED 76206166 2589834

GAP.COM REGISTERED AND RENEWED 78059212 2540610

GAP REGISTERED AND RENEWED 76206157 2772966

GAP KIDS REGISTERED AND RENEWED 76014966 2501641

GAP KIDS REGISTERED AND RENEWED 76014928 2667661

GAP REGISTERED AND RENEWED 78059262 2532258

BABY GAP REGISTERED AND RENEWED 76014968 2481935

GAP REGISTERED AND RENEWED 78055495 2512889

GAP Section 8 - Accepted 85549866 4183460

GAP KIDS REGISTERED AND RENEWED 74473843 1912355

GAP REGISTERED AND RENEWED 74473845 1912356

BABY GAP REGISTERED AND RENEWED 78912211 3225179

BABY GAP REGISTERED AND RENEWED 74417035 1906665

GAP REGISTERED AND RENEWED 85115434 3982732

GAP Section 8 and 15 - Accepted and Acknowledged 85271209 4041818

GAP REGISTERED AND RENEWED 74682387 2020312

GAP REGISTERED AND RENEWED 76079985 2528640

GAP REGISTERED AND RENEWED 76350836 2677243

GAP REGISTERED AND RENEWED 78193583 2837393

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 26, 2021

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 26, 2021 Sep 04, 2021

3 INSTITUTED Jul 26, 2021

Type of Proceeding: Extension of Time

Proceeding
Number:

88030460 Filing Date: Apr 26, 2021

Status: Terminated Status Date: Jul 28, 2021



Interlocutory
Attorney:

Defendant

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MIND THE GAP Opposition Pending 88030460

Potential Opposer(s)

Name: Gap (Apparel), LLC

Correspondent
Address:

JAMES D. WEINBERGER
FROSS ZELNICK LEHRMAN & ZISSU, P.C.
151 WEST 42ND STREET, 17TH FLOOR
NEW YORK NY UNITED STATES , 10036

Correspondent e-
mail:

jweinberger@fzlz.com , nlieberman@fzlz.com

Associated marks

Mark Application Status Serial Number
Registration
Number

Prosecution History

Entry Number History Text Date Due Date

1 FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE Apr 26, 2021

2 EXT GRANTED Apr 26, 2021
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Mark Information

Mark Literal
Elements:

MIND THE GAP

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the white, all capital letters "MIND THE GAP" on a black background defined in a white rectangular box with
rough edges, which in turn is contained in a black rectangular box, the white letters, black background and white rectangular box being
angled from bottom left to top right at an approximately 20 degree angle, and a white ring with rough outer edges and an uneven inner
edge located within the black rectangular box, the white ring being overlaid by the white rectangular box and the white letters
containing the black background.

Color Drawing: Yes

Color(s) Claimed: The color(s) white and black is/are claimed as a feature of the mark.

Disclaimer: NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "GAP" APART FROM THE MARK AS SHOWN.

Design Search
Code(s):

26.01.04 - Circles with two breaks or divided in the middle
26.01.21 - Circles that are totally or partially shaded.
26.11.07 - Rectangles with a decorative border, including scalloped, ruffled and zig-zag edges
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Employment staffing consultation services, namely, providing stage hand labor for the setup, running and removal of scenic material or
sets for the live events, retail displays, trade shows, theater, film and television

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 01, 2013 Use in Commerce: Jan. 01, 2013

For: Custom fabrication and production of scenic materials or sets for live events, retail displays, trade shows, theater, film and television

Generated on: This page was generated by TSDR on 2021-08-17 20:13:11 EDT

Mark: MIND THE GAP

US Serial Number: 88681822 Application Filing
Date:

Nov. 06, 2019

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/APPLICATION/Published for Opposition

A pending trademark application has been examined by the Office and has
been published in a way that provides an opportunity for the public to oppose
its registration.

Status: A request for an extension of time to file an opposition has been filed with the Trademark Trial and Appeal Board. For further
information, see TTABVUE on the Trademark Trial and Appeal Board web page.

Status Date: May 07, 2021

Publication Date: Apr. 20, 2021



International
Class(es):

040 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 01, 2013 Use in Commerce: Jan. 01, 2013

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Mind The Gap, Inc.

Owner Address: 4014 1st Ave - Unit 30
Brooklyn, NEW YORK UNITED STATES 11232

Legal Entity Type: CORPORATION State or Country
Where Organized:

NEW YORK

Attorney/Correspondence Information

Attorney of Record

Attorney Name: David P. Gordon Docket Number: MTG-TM-001

Attorney Primary
Email Address:

davidg@gjip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

David P. Gordon
GORDON & JACOBSON, P.C.
60 LONG RIDGE ROAD, SUITE 407
STAMFORD, CONNECTICUT UNITED STATES 06902

Phone: 203-323-1800 Fax: 203-323-1803

Correspondent e-
mail:

davidg@gjip.com pto@gordonjacobson.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 30, 2021 CHANGES/CORRECTIONS AFTER PUB APPROVAL ENTERED 86882

Jun. 29, 2021 ASSIGNED TO PETITION STAFF 86882

Jun. 14, 2021 TEAS POST PUBLICATION AMENDMENT RECEIVED 1111

May 07, 2021 EXTENSION OF TIME TO OPPOSE RECEIVED

Apr. 20, 2021 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 20, 2021 PUBLISHED FOR OPPOSITION

Mar. 31, 2021 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 15, 2021 LAW OFFICE PUBLICATION REVIEW COMPLETED 95587

Mar. 15, 2021 ASSIGNED TO LIE 95587

Mar. 13, 2021 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 09, 2021 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Mar. 08, 2021 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Mar. 08, 2021 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 23, 2021 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Feb. 23, 2021 NON-FINAL ACTION E-MAILED 6325



Feb. 23, 2021 NON-FINAL ACTION WRITTEN 76147

Feb. 03, 2021 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jan. 29, 2021 ON HOLD - ELECTRONIC RECORD REVIEW REQUIRED

Jan. 27, 2021 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 27, 2021 EXAMINER'S AMENDMENT ENTERED 88888

Jan. 27, 2021 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Jan. 27, 2021 EXAMINERS AMENDMENT E-MAILED 6328

Jan. 27, 2021 EXAMINERS AMENDMENT -WRITTEN 76147

Dec. 08, 2020 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 07, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 07, 2020 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Dec. 05, 2020 NOTIFICATION OF FINAL REFUSAL EMAILED

Dec. 05, 2020 FINAL REFUSAL E-MAILED

Dec. 05, 2020 FINAL REFUSAL WRITTEN 76147

Oct. 14, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Oct. 14, 2020 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Oct. 14, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 27, 2020 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 26, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 26, 2020 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 01, 2020 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 01, 2020 NON-FINAL ACTION E-MAILED 6325

Mar. 01, 2020 NON-FINAL ACTION WRITTEN 76147

Feb. 11, 2020 ASSIGNED TO EXAMINER 76147

Nov. 14, 2019 NOTICE OF DESIGN SEARCH CODE E-MAILED

Nov. 13, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Nov. 09, 2019 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: ALI, STEPHANIE MARIE Law Office
Assigned:

LAW OFFICE 109

File Location

Current Location: PETITIONS OFFICE Date in Location: Jun. 30, 2021

Proceedings

Summary

Number of
Proceedings:

1

 
Type of Proceeding: Extension of Time

Proceeding
Number:

88681822 Filing Date: May 07, 2021

Status: Extension of Time to Oppose Filed Status Date: May 07, 2021

Interlocutory
Attorney:

Defendant

Name: Mind The Gap, Inc.

Correspondent
Address:

DAVID P. GORDON
GORDON & JACOBSON, P.C.
60 LONG RIDGE ROAD, SUITE 407
STAMFORD CT UNITED STATES , 06902

Correspondent e-
mail:

davidg@gjip.com , pto@gordonjacobson.com

Associated marks

Serial Registration



Mark Application Status
Number Number

MIND THE GAP Request For Extension of Time to File Opposition 88681822

Potential Opposer(s)

Name: Gap (Apparel), LLC

Correspondent
Address:

JAMES D. WEINBERGER
FROSS ZELNICK LEHRMAN & ZISSU, P.C.
151 WEST 42ND STREET, 17TH FLOOR
NEW YORK NY UNITED STATES , 10036

Correspondent e-
mail:

jweinberger@fzlz.com , nlieberman@fzlz.com

Name: Transport for London

Correspondent
Address:

CATHERINE PARRISH LAKE
STOEL RIVES LLP
201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

tm-slc@stoel.com

Prosecution History

Entry Number History Text Date Due Date

1 FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE May 07, 2021

2 EXT GRANTED May 07, 2021

3 FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE May 12, 2021

4 EXT GRANTED May 12, 2021
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